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Smitu, Kune & Frencn Co. v. American Drueeists SYNDICATE 
(289 O. G. 1,023) 


U. S. Circuit Court of Appeals, Second Circuit 


April 27, 1921 





Trapve-Marxs—Conriict—DisciraiMeR OF COoNFLICTING FEatuRE— 


APPEAL. 
The use by appellant of a trade-mark for aspirin consisting of a 
red parallelogram, displaying the name of the drug, with appellant’s 


initials shown in a red half-circle above the center, does not infringe 
a trade-mark registered for the same goods by the appellee, consisting 
of a red band whereon the latter’s initials are printed, the representa- ; 
tion of the red box having been disclaimed as a part of the mark. ; 


2. Trape-Marks ann Unram Competirion—Use or Simimar CoNnTAINERS | 
—REVERSAL. 
The fact that, while appellant was using a flat paper box display- 


ing its red band trade-mark, appellee adopted as a container for the 
same goods a green enameled tin box whereon its red parallelogram 
was shown is not sufficient to prove unfair competition, after appellant 
had begun to use a container similar to appellee’s, notwithstanding 
that at times when red band aspirin, known to be appellee’s product, 
was called for, the appellant’s product was sold. 

3. Trave-Marxs—Cortor—Nor a Trape-Marx ALone. 


The color of paper alone cannot be monopolized by anyone as a 
trade-mark. 











Be teh bret ES 





Appeal from the District Court of the United States for the 
Eastern District of New York. 

In equity suit for infringement of a registered trade-mark and 
for unfair competition. Decree for plaintiff, and defendant ap- 1 
peals. Reversed. 


a 












Messrs. Hauff §& Warland (Mr. John C. Tomlinson and Mr. 
William E. Warland of counsel), of New York City, for 


appellant. 
Mr. Julian S. Wooster (Mr. Frank B. For, Mr. Henry N. 
Paul, Jr., and Mr. Joseph C. Fraley of counsel), of New ; 


York City, for the appellee. 


Before Warp, Hoven, and Manton, Circuit Judges. 














328 ELEVEN TRADE-MARK REPORTER 


Manton, Circuit Judge: On the 19th of December, 1918, 
the appellee filed in the Patent Office of the United States, an ap- 
plication for a registered trade-mark for aspirin tablets, and on 
September 23, 1919, a certificate of registration, No. 126,617, was 
granted. The mark adopted and used was a red-colored band with 
initials. The representation of the box formed no part of the 
mark. In the affidavit, the trade-mark is said to have been used 
continuously since March 1, 1917. The trade-mark is applied and 
affixed to the packages containing the goods by placing thereon a 
printed label, on which the mark is shown with the initials “S. K. 
& F.” across the red band. 

On October 24, 1916, the appellant obtained a certificate of 
registration, No. 113,541, of its trade-mark. It was registered in 
the same class as the appellee’s. The mark consists of a label, a 
semicircle; there being printed on the label the letters “A. D. S.” 
in white. The appellant and appellee are manufacturers of and 
dealers in drugs and pharmaceutical supplies. Among the variety 
of goods which each manufactures and sells are aspirin tablets. 
The claim of infringement and unfair competition arises from the 
use of the mark on the box or package which is used by the ap- 
pellant in marketing its goods. The appellant adopted its label in 
1907, and has continuously used it on many of its goods ever since. 
The body of the label so used was in white, or a color approaching 
white, with the name of the article printed in the same color upon a 
red background, consisting in some cases of a rectangle, and in 
some others of a red band or stripe, and over the center of this red 
block was a red semicircle, upon which was printed in the same 
colors as the lettering on the band, the letters “A. D. S.” Such 
labels were used on a great variety of its products, and the sales 
between the year 1912 and the date of the trial of this action 
amounted to $4,800,000, or about 2,500,000 dozen packages. 

On February 27, 1917, the Bayer patent on aspirin expired, 
and both the appellant and appellee entered the field in the manu- 
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facture and sale of aspirin tablets. The appellee marketed its 
aspirin tablets in a paper box with a solid red band around it. The 
record is clear that, when it did so, it knew of the extensive use 
of the label by the appellant. It was prior to January, 1919, 
when the appellant decided to put aspirin on the market in small 
retail tin containers. It then contracted for such tin packages 
with the Metal Package Corporation. The trade-mark of the ap- 
pellant is substantially the same as that which has been used by it 
on its labels for a long period prior. The box came on the market 
June 5, 1919. In either March or April, 1919, the appellee de- 
cided to use a package of similar size, duplicating what had pre- 
viously been adopted by the appellant in marketing its aspirin. On 
July 16, 1919, after the appellant had obtained its tin boxes, the 
appellee placed an order with a can manufacturer adopting the ap- 
pellee’s tin box. It placed its trade-mark thereon and then com- 
menced the sale of its aspirin in such packages. Its claim here 
is that the appellant has infringed its trade-mark and that, in sell- 
ing aspirin tablets in such packages with the label or mark used 
by the appellant thereon, it is engaged in unfair competition, re- 
sulting in damages to the appellee. 

We think it was error to hold that the appellant has infringed 
appellee’s trade-mark. The trade-mark granted shows a rect- 
angular box with a band of about one-third the width of the 
box, with the initials “S. K. & F.” running diagonally on the band. 
The statement in the Patent Office contains the following: ‘The 
representation of the box forms no part of the mark.’’ All that the 
trade-mark shows is a red band with the appellee’s initials on it. 
The form of the box having been disclaimed, there is nothing to 
show the size or shape of the band, and the appellee has made the 
initials on the band an essential and integral part of such band. 
It is stated that: 


“the description and drawing presented truly i1epresents the trade-mark 
sought to be registered.” 
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The appellant’s red mark is different in sufficient identifying 
respects. It is a solid red stripe or parallelogram, instead of a 
band proper. It has above the center of the band constituting a 
part of it a red semicircle about one-third of the length of the red 
background, and of a height about equal to the width of the stripe. 
The initials ““S. K. & F.” are absent. The word “aspirin” appears, 
and, in the semicircle, the letters ““A. D. S.” In no sense can it 
be said that the appellant’s mark has a “band.” The stripe of the 
appellant’s does not go to the edge of the box. The band of the 
appellee goes around and encircles the box. The registered trade- 
mark which the appellee possesses must be limited to the specific 
design shown. The mere color may be impressed in a particular 
design and constitute a valid trade-mark, such as a circle, square, 
triangle, cross, or star. (Leschen Rope Co. v. Broderick §& Bas- 
com Rope Co., 201 U. S. 166, 26 Sup. Ct. 425, 50 L. Ed. 710 [1 T. 
M. Rep. 37].) But with a parallelogram and not a band used, and 
without the initials of the appellee, but with prominent use of the 
initials of the appellant in the semicircle constructed above the 
parallelogram of the appellant and attached thereto, such would 
not constitute a use of the appellee’s trade-mark. (Schlitz Brew- 
ing Co. v. Houston Ice Co., 250 U. S. 28, 89 Sup. Ct. 401, 68 L. 
Ed. 822 [9 T. M. Rep. 279].) 

In the Schlitz case the manufacturer of beer claimed the 
exclusive right to use brown bottles with brown labels. It was 
held there that the adoption by a competitor may contribute to a 
wrongful deception, if combined with an imitative inscription, but 
that, where the label was dissimilar to the plaintiff's in shape, 
script, meaning, and mode of attachment, it could not be said to 
add appreciably to the deception which might arise from the brown 
label or bottle. 


“But it is true that the unlawful imitation must be what achieves the 
deception, even though it could do so only on the special background law- 
fully used.” 
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Using a green color in soap, or on a wrapper or box of soap 
cannot be enjoined. (Omega Oil v. Weschler, 35 Misc. Rep. 441, 
71 N. Y. Supp. 983.) One cannot have a trade-mark monopoly 
in the color of paper alone. (Lalance & Grosjean Mfg. Co. v. 
Nat. Enameling § Stamping Co. (C. C.), 109 Fed. 317.) The 
appellee’s aspirin has been called the “red band” aspirin. It, 
therefore, claims the exclusive right to use the package with the 
red band upon it and call it “red band” aspirin. But to use this 
name is merely descriptive of the appellee’s mark, which the ap- 
pellant does not infringe. 

Nor do we think that this record discloses a case of unfair 
competition. Prior to the adoption of a metal box, the appellee 
used a paper package. The paper box was thinner than the 
tin box. It was flat, with sharp square corners. The color 
was white, with a red band. The appellant had a greenish white 
enamel on its tin box. It had rounded corners and a convex cover, 
and the only point of resemblance is that on both boxes there was 
the red color of the label or mark. But when the appellee came 
into the market, and adopted the tin box, it did so after the appel- 
lant’s adoption of such box. The appellee accepted the original 
design as selected by the appellant. It was a box of the same 
material, same size and shape, having the same general color 
scheme. The lettering was in many respects identical. The appel- 
lant placed its mark upon it, which consisted of a parallelogram 
and a semicircle at the top connected therewith, and its initials 
“A. D. S.” on the semicircle. The appellee adhered to its initials 
placed across the red band. The appellant is enjoined from the 
use of the tin box. There could be no confusion between the pack- 
ages by the ordinary observer. If there be an imitation or attempt 
to imitate, we think the appellee made the attempt. With full 
knowledge of the appellant’s use of the red color and its label, the 
appellee adopted a red band as a trade-mark. It then, after the 
appellant had entered the field in using the tin box, chose a tin box 
resembling closely the shape and size of the appellant’s, and placed 
its trade-mark thereon, and proceeded in competition in the sale of 
aspirin tablets. 


| 
| 
| 
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We think by no possibility could the ordinary observer be con- 
fused between the appellee’s and appellant’s boxes and the marks 
placed thereon. Whatever confusion may have resulted was 
brought about by the appellee’s imitation and selection of the type 
of tin box used by the appellant. There are three incidents which 
are called to our attention as evidence of confusion between the 
containers of the appellee and appellant. The first was a decoy 
order, giving appellant for “red band” aspirin, and which was filled 
by sending appellant’s product. The second was found on exhibi- 
tion, a large box, on a druggist’s counter, with three containers of 
appellant’s aspirin and six containers of appellee’s therein. The 
third is when purchases of aspirin were made at two retail 
drug stores by employees of the appellee who, when they pur- 
chased, merely asked for “‘red band’ aspirin, and were given 
aspirin tablets of the appellant. The circumstances which led up 
to each of these instances, do not justify the claim of confusion. 
Mere similarity is not, as a matter of law, conclusive evidence of 
intention to deceive. Such intent must be inferred as a matter 
of fact from similarity. Form, color, and general appearance may 
be considered. The greater the number of points of similarity, 
the stronger is the inference of an intentional imitation with intent 
to deceive. But with the well-defined marks of each of the litigants 
upon the red stripe across the face of each mark we think it un- 
likely that the ordinary observer would be mistaken or that decep- 
tion was likely. (Coats v. Merrick Thread Co., 149 U. S. 562, 13 
Sup. Ct. 966, 37 L. Ed. 847.) 

The appellant in its answer filed a counterclaim and asked for 
affirmative injunctive relief. The reasons which we have assigned 
for denying relief to the appellee hold with equal force as against 
the claim of the appellant, and for the same reasons the appellant 
cannot succeed. 


Decree reversed. 






































FISHER V. STAR CO. 


Fisuer v. Star Co. 4 
(132 Northeastern Rep. 133) q 


Court of Appeals of New York 
July 14, 1921 


1. Unratr Competition—Trape-Names—Score or Prorection. 

The use of a trade-name or mark by others than the owner so 
as to deceive the public into believing that the business carried on 
by them is the business of the aggrieved party can be restrained in 
equity. Moreover, the courts are not confined in the exercise of 
such powers to preventing unfair competition among manufacturers 
of, or dealers in goods, the sole question in any case being whether y 
the acts complained of are fair or unfair. 

2. Trape-Marxs anp Unrair Comretirion—Wuat May Be a_ Trape- 
Marxk—Civiz Ricuts anp Property RicGurts. 
A trade-mark may consist of a picture, a symbol, or a fashion 
of label, or simply of a word, or words: and any civil right not un- 
lawful in itself, nor against public policy, that has acquired pecuniary 
value, becomes a property right that the courts will protect. 
3. Unratm Competirion—Uncopyricuten Lirerary Property—Apprica- 


TION OF Eaurtry. 
The doctrine of unfair competition may be applied to protect a 
publisher who has imparted to his products characteristics which 


“a 


enable the public to distinguish them from those of another publisher 
and containing the same literary matter, against the copying of the 
characteristics, though the copyright thereon may have expired. 

4. Unrair Competirion anp Trape-Names—Cartroon CnHaracters—“Murr 
AND JEFF’—Prorerty RigHtr—Seconpary Meaninc—Ricuts Un- 
DER SUBSEQUENT CONTRACT. 

Where appellant had created two cartoon characters called “Mutt 
and Jeff” and had by publishing cartoons so designated for many 
years in various newspapers identified himself to the public gen- 
erally as their sole author and originator, he gave to them a sec- 
ondary or trade-mark meaning, and the rights therein subsequently : 
obtained by the respondent through a contract with the appellant 
are not sufficient to deprive the latter of equitable protection in his 
property right in the characters after the expiration of the contract. 


[In equity. From judgment of Appellate Division affirming 
judgment of the Special Term in favor of plaintiff, defendant 
appeals. Affirmed. For opinion of the Supreme Court, see 8 T. M. 
Rep. 269. 


Opinion prepared by Cuasze, J., who died before the decision 
of the case. 


The facts as found at the Special Term are as follows: 
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“(1) On November 15, 1907, there was published in the San Fran- 
cisco Chronicle, a daily newspaper, a cartoon in the form called a ‘comic 
strip,’ which was drawn by Harry C. Fisher and which contained a cartoon 
character therein named by him and designated ‘Mutt’.” 

It was the first publication of the cartoon character called “Mutt,” 
and the plaintiff was the sole originator thereof. 

“(4) Cartoons in the form of ‘comic strips’ containing the character 
‘Mutt’? and drawn by Harry C. Fisher, continued to be published in the 
San Francisco Chronicle daily, until and including December 10, 1907.” 

Each of such cartoons so drawn and published contained the word 
“Mutt” as a designation or name of the said cartoon character. 

“(8) On December 11, 1907, and on December 12, 1907 (that is to 
say, on each of said dates), a cartoon in the form of a ‘comic strip’ drawn 
by Harry C. Fisher was published in the San Francisco Examiner, a daily 
newspaper, and each contained the same cartoon character ‘Mutt’ as had 
been previously published in the San Francisco Chronicle and contained 
the word ‘Mutt’ as a name for the said cartoon character.” 

The said cartoon so published on December 10, 1907, and the car- 
toons so published on December 11 and 12, 1907, were each duly copy- 
righted by the plaintiff in his own name, and the plaintiff has never sold 
or assigned said copyrights or either of them. That the said cartoons of 
December 11 and 12, 1907, were copyrighted with the knowledge and 
consent of the publishers of the San Francisco Examiner. 

“(12) Harry C. Fisher continued to publish his cartoons in the 
form of ‘comic strips’ in the San Francisco Examiner from December 11, 
1907, to and including May 12, 1909, between which dates the said ‘comic 
strips’ appeared practically daily. 

“(13) The first appearance of the cartoon character known as ‘Jeff’ 
was in the ‘comic strip’ drawn by Harry C. Fisher and published in the 
San Francisco Examiner on March 27, 1908, in which the cartoon character 
subsequently known as ‘Jeff’ appears in the said ‘comic strip’ wherein it 
is referred to as ‘Jeffries.’ 

“(14) The said cartoon character referred to as ‘Jeffries’ appears 
again in the ‘comic strips’ drawn by Harry C. Fisher and published in 
the San Francisco Examiner on March 29, 1908. 

“(15) On April 1, 1908, the cartoon character previously referred to 
as ‘Jeffries’ was also referred to in the ‘comic strip’ of that date drawn 
by Harry C. Fisher as ‘Jeff.’ 

“(16) Thereafter, that is to say, from April 1, 1908, until May 12, 
1909, the cartoon character named and referred to as ‘Jeff’ frequently 
appears in the ‘comic strips’ drawn by Harry C. Fisher and published 
in the San Francisco Examiner.” 

The first occasion when the word “Jeff” appeared in the title to a 
“comic strip” was in the San Francisco Examiner on April 4, 1908. 

“(18) From March 20, 1909, to May 12, 1909, the ‘comic strips’ 
drawn by Harry C. Fisher and published in the San Francisco Examiner 
frequently bore both the name ‘Mutt’ and the name ‘Jeff’ in the titles there- 
of. Examples of such titles are the following: March 20, 1909, Examiner: 
‘Mutt Gathers $511 and Takes Jeff to Dinner. By Bud Fisher.’ March 
27, 1909: ‘Mutt Gives Jeff the Hook and is Back on the Block Himself. 
By Bud Fisher.’ April 3, 1909: ‘Mutt’s Book Blows $40 and Jeff Can't 
Get Over the Shock. By Bud Fisher.’ 

“(19) Cartoons in the form of ‘comic strips’ in which the word 
‘Mutt’ and the word ‘Jeff’ both appeared in the title and which consist 
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entirely of the cartoon characters ‘Mutt’ and ‘Jeff’ appeared on a number 
of dates in the San Francisco Examiner prior to May 12, 1909, on which 
date the last cartoon was published in the San Francisco Examiner before 
Harry C. Fisher came to New York and began drawing his ‘comic strips’ 
in New York for publication in the New York American. 

“(20) The said cartoons published by Harry C. Fisher in the San 
Francisco Examiner before he came to New York in May, 1909, had be- 
come and were at that time known to the public as ‘Mutt and Jeff.’ 

“(21) The New York American is a daily newspaper published in 
the city of New York by the Star Company, the defendant in this action. 

“(22) Harry C. Fisher came to New York between May 12 and 
May 18, 1909, and on May 18, 1909, there was published in the New York 
American a cartoon in the form of a comic strip drawn by Harry C. 
Fisher consisting chiefly of the character known as ‘Mutt’ and containing 
the word ‘Mutt’ as the name of said cartoon character. 

“(23) From May 18, 1909, until January 29, 1915, cartoons in the 
form of comic strips drawn by Harry C. Fisher were published in the 
New York American almost daily. 

“(24) The said ‘comic strips’ drawn by Harry C. Fisher and pub- 
lished in the American between said dates sometimes depicted the char- 
acter known as ‘Mutt’ alone; sometimes depicted the character known as 
‘Jeff’ alone; often depicted the characters ‘Mutt’ and ‘Jeff’ together, without 
any other characters appearing in the ‘comic strips’; and sometimes de- 
picted other characters in connection with the characters of ‘Mutt’ and 
‘Jeff’ or both. 

“(25) The comic strips drawn by Harry C. Fisher and published 
in the New York American beginning May 18, 1909, possessed the same 
general characteristics and appearance and consisted of the same general 
subject-matter as did the cartoons drawn by Harry C. Fisher and pub- 
lished in the San Francisco Chronicle and Examiner prior to May 12, 1909, 

“(26) On February 24, 1909, the Examiner Printing Company, pub- 
lisher of the San Francisco Examiner, made a contract with Harry C. 
Fisher, whereby Harry C. Fisher agreed for the period of three years 
to furnish his said cartoons in the form of ‘comic strips’ exclusively to 
the San Francisco Examiner. 

“(27) Harry C. Fisher received the compensation named in the 
said contract and furnished his ‘comic strips’ to the San Francisco Ex- 
aminer pursuant thereto from the date thereof until on or about May 
12, 1909, when he came to New York and began to furnish his ‘comic 
strips’ to the New York American and to receive the compensation named 
in the contract of February 24, 1909, from the Star Company, which 
continued until August 8, 1910. 

“(28) On August 8, 1910, the Star Company and Harry C. Fisher 
made and entered into the agreement in writing which has been marked 
‘Plaintiff's Exhibit 1’ and at that time the president of the Star Company 
undertook to have the contract between the Examiner Printing Company 
and Harry C. Fisher of February 24, 1909, canceled and thereafter the 
said contract of February 24, 1909, was by mutual consent of the parties 
thereto considered to be abandoned. 

“(29) On July 15, 1910, Harry C. Fisher made a contract with Mr. 
Charles T. McCotter, doing business under the name of the Ball Pub- 
lishing Company, for the publication in book form of certain of the car- 
toons previously drawn by Harry C. Fisher and published in the New 
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York American; and the said contract was made by and with the consent 
of the Star Company. 

“(30) On September 22, 1910, Harry C. Fisher published in book 
form about 50 of his cartoons called ‘comic strips’ selected from those 
previously drawn by him and published in the New York American; and 
the said book of cartoons was published under the title of ‘The Mutt and 
Jeff Cartoons. By Bud Fisher.’ 

“(31) The said book of cartoons was copyrighted under the title 
‘The Mutt and Jeff Cartoons. By Bud Fisher, by Harry C. Fisher in 
his own name on September 22, 1910. 

“(32) The said book of cartoons was published as aforesaid under 
the title ‘Mutt and Jeff Cartoons. By Bud Fisher, with the knowledge 
and consent of the Star Company.” 

On November 1, 1911, a second, and on November 25, 1912, a third 
book of said cartoons was published by respondent under a similar title 
and each was similarly copyrighted by respondent with the knowledge 
and consent of the appellant. 

“(35) Before Harry C. Fisher came to New York in May, 1909, 
his cartoons of the characters ‘Mutt’ and ‘Jeff’ were generally known 
to the public and the newspapers as the ‘Mutt and Jeff’ cartoons, and 
Harry C. Fisher was generally known as the author or artist of the 
‘Mutt and Jeff’ cartoons, and when he came to New York in May, 1909, 
Harry C. Fisher was introduced by an employee of the Star Company 
to the managing editor of the New York American with the words ‘I 
want to introduce you to Mutt and Jeff.’ 

“(36) The first cartoon on which the words ‘Mutt and Jeff’? were 
published as a title to cartoons or ‘comic strips’ was on September 22, 
1910, when the first book of ‘Mutt and Jeff’ cartoons was published and 
copyrighted by Harry C. Fisher as aforesaid.” 

Prior to the trial of the action between 300,000 and 400,000 copies 
of said books were sold. 

“(38) From May 18, 1909, to December 11, 1914, the cartoons drawn 
by Harry C. Fisher were published by the Star Company in its news- 
paper, the New York American, under the titles or captions furnished 
with the cartoons by Harry C. Fisher. 

“(39) The said titles or captions furnished by Harry C. Fisher with 
his cartoons or ‘comic strips’ and published from day to day in the New 
York American between May 18, 1909, and December 11, 1914, changed 
from day to day and consisted of a sentence in which sometimes neither 
the word ‘Mutt’ nor the word ‘Jeff’ would appear, but in which usually 
the word ‘Mutt’ or the word ‘Jeff? appeared, and in which frequently the 
word ‘Mutt’ and the word ‘Jeff’ both appeared. But on no occasion be- 
tween May 18, 1909, and December 11, 1914, did the Star Company publish 
one of Harry C. Fisher's cartoons or ‘comic strips’ under the title ‘Mutt 
and Jeff.’ 

“(40) On December 7, 1914, Harry C. Fisher made a contract with 
the Wheeler Syndicate, Incorporated, whereby Harry C. Fisher agreed 
to furnish his cartoons or ‘comic strips’ exclusively to the Wheeler Syn- 
dicate, Incorporated, as his agent for newspaper publication for a term 
of three years beginning on the expiration of Harry C. Fisher's contract 
with the Star Company, that is to say, on August 8, 1915. 

“(42) On December 11, 1914, the Star Company without the knowl- 
edge or consent of Harry C. Fisher, added to the title or caption of 
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the cartoon furnished to the Star Company by Harry C. Fisher for pub- 
lication in the New York American on that date the words ‘Mutt and 
Jeff’ so that the title of the said cartoon which was furnished to the 
New York American in the following words, to wit: ‘The Little Fellow 
Knows Some Law and Proves It. By Bud Fisher,’ was changed to read 
as it was published in the New York American on that date: ‘Mutt and 
Jeff. The Little Fellow Knows Some Law and Proves It. By Bud 
Fisher.’ Against this change in his title, Harry C. Fisher immediately 
protested. The Star Company did not change the title of the said cartoon 
of December 11, 1914, when it furnished the said cartoon to newspapers 
for publication outside of the city of New York and the said cartoon of 
December 11, 1914, was published outside the city of New York under 
the title furnished with it by Harry C. Fisher. 

“(43) After December 11, 1914, the Star Company published the 
cartoons drawn by Harry C. Fisher under the titles furnished by Harry 
C. Fisher, no one of which contained the words ‘Mutt and Jeff, con- 
tinuously until January 19, 1915, on which date the Star Company, without 
the knowledge or consent of Harry C. Fisher, removed the title furnished 
by Harry C. Fisher with his cartoon to be published on that date and 
substituted in place thereof the words ‘Mutt and Jeff’ After January 
19, 1915, and to and including January 29, 1915, the Star Company, with- 
out the consent of Harry C. Fisher and over his protest, removed the 
titles furnished by Harry C. Fisher with his cartoons and placed on each 
of them published between the said dates the title ‘Mutt and Jeff. By 
Bud Fisher, after which Harry C. Fisher refused to furnish any further 
cartoons to the Star Company and none was published by it after Jan- 
uary 29, 1915. 

“(44) Beginning with November 15, 1907, and continuing to the 
present time, Harry C. Fisher has exclusively drawn the cartoon char- 
acter which he has named ‘Mutt’ and which has become generally known 
to newspaper publishers and to the public as the cartoon character ‘Mutt’ 
and is generally recognized as such by the public. 

“(45) Beginning with March 17, 1908, and continuing to the present 
time, Harry C. Fisher has exclusively drawn the cartoon character which 
he has named ‘Jeff?’ and which has become generally known to newspaper 
publishers and to the public as the cartoon character ‘Jeff’ and is gen- 
erally recognized as such by the public. 

“(46) Harry C. Fisher drew and published cartoons in the form 
of ‘comic strips’ containing both the character ‘Mutt’ and the character 
‘Jeff, and in the title thereof both the name ‘Mutt’ and the name ‘Jeff’ 
before any of his cartoons were published in the New York American, 
and before he made any contract to furnish cartoons to the Star Company. 

“(47) Neither the Star Company nor any of its officers, agents, or 
employees ever published any cartoon characters similar to the cartoon 
character drawn by Harry C. Fisher and named by him ‘Mutt’ or the 
cartoon character drawn by Harry C. Fisher and named by him ‘Jeff’ or 
used the name ‘Mutt’ or the name ‘Jeff’ as a title to a cartoon or to a 
cartoon character before Mr. Fisher came to New York in May, 1909, 
and began furnishing cartoons to the New York American. 

“(48) Harry C. Fisher did no work and furnished no material to 
the Star Company other than to draw cartoons in the form of ‘comic 
strips’ consisting chiefly of the cartoon character ‘Mutt’ and the cartoon 
character ‘Jeff... Harry C. Fisher was not a general employee of the 
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Star Company. After August 8, 1915, Harry C. Fisher was under no 
obligation to furnish any cartoons to the Star Company. 

“(49) Harry C. Fisher is now engaged through the Wheeler Syndi- 
cate, Incorporated, as his selling agent in selling to newspapers through- 
out the United States and Canada the right to publish his said cartoons 
consisting of the cartoon characters ‘Mutt’ and ‘Jeff? in the form of 
‘comic strips, and the same are being published from day to day in such 
newspapers. 

“(50) The said cartoons so being furnished by Harry C. Fisher to 
newspapers throughout the United States and Canada and being pub- 
lished as aforesaid consist of representations of the said cartoon characters 
‘Mutt’ and ‘Jeff, and are generally of the same kind and character as 
those previously drawn by Harry C. Fisher, and are generally known to 
such newspapers and to the public at large as the ‘Mutt’ and ‘Jeff’ car- 
toons, and the same are now being published under the name of the 
‘Mutt’ and ‘Jeff’ cartoons. 

“(51) The defendant, Star Company, among other things, is also 
engaged in a similar business of furnishing cartoons to newspapers 
throughout the United States and Canada for daily publication. 

“(52) Since Harry C. Fisher ceased furnishing his said cartoons 
to the defendant, Star Company, it has caused certain of its employees 
to draw cartoons in the form of ‘comic strips’ consisting of cartoon char- 
acters drawn in imitation of the said cartoon character known as ‘Mutt’ 
and in imitation of the said cartoon character known as ‘Jeff,’ which are 
so like the said cartoons in the form of ‘comic strips’ drawn by Harry 
C. Fisher as to be likely to deceive the public into thinking that the said 
cartoons are in fact Harry C. Fisher’s genuine ‘Mutt and Jeff’ cartoons. 

“(53) The Star Company has advertised the said cartoons so drawn 
by its employees in imitation of the said cartoons of Harry C. Fisher 
as ‘the original Mutt and Jeff’ cartoons and was about to publish the 
same in the Vew York American and to sell the same to other newspapers 
for publication throughout the United States when restrained from so 
doing by the temporary injunction of this court; and the Star Company 
intends to sell and publish such imitation cartoons in the future unless 
restrained by this court.” 

Upon the findings and accompanying conclusions of law, judgment 
was entered against the defendant, its agents, and employees, and it and 
they were perpetually enjoined: 

“(1) From using the words ‘Mutt and Jeff’? or the word ‘Mutt’ or 
the word ‘Jeff’ as a name or trade-mark for or in connection with car- 
toons. 

“(2) From publishing and from advertising and offering for sale 
and from selling any cartoons not drawn by Harry C. Fisher which are, 
however, drawn in imitation of Harry C. Fisher’s cartoons of the cartoon 
characters ‘Mutt’ and ‘Jeff’ and so like the ‘Mutt and Jeff’ cartoons drawn 
by Harry C. Fisher as to be likely to deceive the public into believing 
that the said imitation cartoons are Harry C. Fisher's genuine ‘Mutt and 
Jeff’? cartoons. 

“(3) That nothing in this judgment shall be construed as enjoining 
the Star Company from republishing any of the cartoons and the title 
and text accompanying each, respectively, which have been heretofore 
drawn by Harry C. Fisher and published by the Star Company in the 
New York American or as restraining the Star Company from exercising 
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any rights which it may possess by reason of its ownership of the copy- 
right of certain of the ‘Mutt and Jeff’ cartoons drawn by Harry C. Fisher 
which have been heretofore published.” 


Nathan Burkan and William A. De Ford, both of New York 
City, for appellant. 
Charles E. Kelley, of New York City, for respondent. 


Cuase, J. (after stating the facts as above): This action is 
brought to enjoin the appellant from what the respondent asserts 
is unfair competition in making and publishing cartoons. The 
question on this appeal is whether the courts should use the equitable 
jurisdiction given to them to restrain a person or corporation from 
using in a cartoon, or in cartoons prepared for publication and 
sale as a business, certain grotesque figures, being imaginary and 
fictitious characters and the names applied to them, when such 
figures and names were originated and have been applied and used 
by a person in connection with his work as a cartoonist until they 
have become well known and have as such figures or characters, 
with their names, a definite place among cartoonists and the ad 
mirers of cartoons, and with the public at large, and as such are of 
substantial value. The plaintiff does not assert his right to in- 
junctive relief by virtue of the copyright law, the enforcement of 
which is confined to the Federal courts. U. S. Compiled Statutes 
1918, §§ 9555, 9556. He does not assert his claim by virtue of 
the Federal Trade-Mark Law (Act Feb. 20, 1905 [U. S. Comp. 
St. §§ 9485, 9487-9511, 9513-9516]) or the statutes relating to 
trade-marks in this state (see Laws of 1909, cc. 9, 25, 36, and 88; 
Penal Law. §§ 2850 to 2357 [ Consol. Laws, c. 40]). or in other 
states. 

The statute creating the Federal Trade Commission (Act 
Sept. 26, 1914 [U. S. Comp. St. §§ 8836a-8836k]) and giving it 
authority to prevent unfair methods of competition does not apply 
to unfair methods between individuals. The unfair methods con- 
templated by the act are such as affect the public generally. Fed- 
eral Trade Commission v. Gratz, 258 Fed. 314, 169 C. C. A. 380, 
11 A. L. R. 798 [9 T. M. Rep. 409]. To sustain his claim the 
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respondent relies entirely upon the authority of the courts in 
equity to prevent what is known as unfair competition. 

A person who uses an unregistered name or mark can prevent 
others using the same so as to deceive the public into thinking 
that the business carried on by such persons and the goods sold 


=~ 


by them are his. 27 Halsbury’s Laws of England, 744. Such con- 
duct as is calculated to deceive the public into believing that the 
business of the wrongdoer is the business of him whose name, sign. 
or mark is simulated or appropriated can be restrained in equity. 
Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674; Westcott 
Chuck Co. v. Oneida National Chuck Co., 199 N. Y. 247, 92 N. E. 
639, 189 Am. St. Rep. 907, 20 Ann. Cas. 858; Singer Mfg. Co. 
v. June Mfg. Co., 168 U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 
118; For Co. v. Glynn, 191 Mass. 344, 78 N. E. 89,9 L. R. A. 
(N. S.) 1096, 114 Am. St. Rep. 619. 

The courts are not confined in the exercise of their equitable 
powers to preventing unfair competition among the manufacturers 
of and dealers in goods. The controlling question in all cases 
where the equitable power of the courts is invoked is whether the 
acts complained of are fair or unfair. ‘The determination of this 
appeal depends first and primarily upon the facts. Higgins Co. 
v. Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 L. R. A. 42, 
13 Am. St. Rep. 769; Howe Scale Co. v. Wyckoff, Seamans, etc., 
198 U. S. 118, 25 Sup. Ct. 609, 49 L. Ed. 972; Kroppf v. Furst 
(C. C.) 94 Fed. 150. The inquiry is whether the use of the names 
“Mutt” and “Jeff’’ and the grotesque figures to which the names 
are applied by the appellant would be unfair to the respondent. 
A statement of the facts found at the Special Term has been given 
preceding this opinion, at unusual length, because it will obviate 
the necessity of stating many of them in the opinion, and also be- 
cause the true basis of the decision herein cannot be fully under- 
stood without a complete knowledge of the facts on which it de- 
pends. Baker & Co. v. Sanders, 80 Fed. 889, 891, 26 C. C. A. 220. 
The facts as found were unanimously affirmed at the Appellate 
Division (Fisher v. Star Co., 188 App. Div. 964, 176 N. Y. Supp. 
899 [8 T. M. Rep. 269]), and are conclusive upon this court. 
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Constitution, art. 6, § 9; Porter v. Municipal Gas Co., 220 N. Y. 
152, 115 N. E. 457. 

The rules stated as to competition in business apply to the 
publication of books under a particular name. Such a name is 
the subject of property, and a colorable imitation of the name 
adopted by one publisher, by another engaged in publishing similar 
books by which the public may be easily misled into supposing 
that it was the literary article they desired to obtain, is an act of 
deception which injures the publisher who first adopted the name 
and which he may call upon a court of equity to redress. Munro 
v. Tousey, 129 N. Y. 38, 29 N. E. 9, 14 L. R. A. 245. 

Trade-marks may consist of pictures, symbols of a peculiar 
form, or fashion of label, or they may consist simply of a word 
or words. Hier v. Abrahams, 82 N. Y. 519, 37 Am. Rep. 589. 
Any civil right not unlawful in itself nor against public policy, 
that has acquired a pecuniary value, becomes a property right that 
is entitled to protection as such. The courts have frequently exer- 
cised this right. They have never refused to do so when the facts 
show that the failure to exercise equitable jurisdiction would permit 
unfair competition in trade or in any matter pertaining to a prop- 
erty right. 

In International News Service v. Associated Press, 248 U.S. 
215, 89 Sup. Ct. 68, 63 L. Ed. 211, 2 A. L. R. 293 [9 T. M. Rep. 
15], the Associated Press sought to enjoin the International News 
Company from appropriating for commercial use matter taken from 
bulletins or early editions of Associated Press publications as con- 
stituting unfair competition in trade. It was not claimed that 
the news articles were protected by copyright. The court said: 

“We need spend no time, however, upon the general question of prop- 
erty in news matter at common law, or the application of the copyright 
act, since it seems to us the case must turn upon the question of unfair 
competition in business. * * * In order to sustain the jurisdiction of 
equity over the controversy, we need not affirm any general and absolute 
property in the news as such. The rule that a court of equity concerns 
itself only in the protection of property rights treats any civil right of a 
pecuniary nature as a property right. * * * And the right to acquire 
property by honest labor or the conduct of a lawful business is as much 


entitled to protection as the right to guard property already acquired. 
** * It is this right that furnishes the basis of the jurisdiction in the 
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ordinary case of unfair competition.” 248 U. S. 234, 236, 39 Sup. Ct. 
71 (63 L. Ed. 211, 2 A. L. R. 293). 


The appropriation of the news gathered by the Associated 
Press was enjoined. 


Justice Holmes in a concurring opinion says: 


“Property depends upon exclusion by law from interference, and a 
person is not excluded from using any combination of words merely be- 
cause some one has used it before, even if it took labor and genius to make 
it. If a given person is to be prohibited from making the use of words 
that his neighbors are free to make, some other ground must be found. 
One such ground is vaguely expressed in the phrase ‘unfair trade.’ This 
means that the words are repeated by a competitor in business in such 
a way as to convey a misrepresentation that materially injures the person 
who first used them, by appropriating credit of some kind which the first 
user has earned. The ordinary case is a representation by device, ap- 
pearance, or other indirection that the defendant’s goods come from the 
plaintiff. But the only reason why it is actionable to make such repre- 
sentation is that it tends to give the defendant an advantage in his com- 
petition with the plaintiff, and that it is thought undesirable that an ad- 
vantage should be gained in that way. Apart from that, the defendant 
may use such unpatented devices and uncopyrighted combinations of words 
as he likes. The ordinary case, I say, is palming off the defendant’s 
product as the plaintiff's, but the same evil may follow from the opposite 
falsehood—from saying, whether in words or by implication, that the 
plaintiff's product is the defendant’s, and that, it seems to me, is what 
has happened here.” 248 U. S. 246, 39 Sup. Ct. 75, 63 L. Ed. 211, 2 A. L. 
R. 298. 


In Bell v. Locke, 8 Paige, Ch. 75, 34 Am. Dec. 371, the plain- 
tiff sought to restrain the defendant from assuming the name of the 
plaintiff's newspaper for the fraudulent purpose of imposing upon 
the public and supplanting him in the good-will of his paper. It 
was held that by simulating the name and dress of his newspaper 
with the intent to cause it to be understood and believed by the 
community that the defendant’s newspaper was the same as the 
complainant’s, and thereby to injure the circulation of the latter. 
the plaintiff would be entitled to an injunction; for, although the 
business of publishing newspapers ought, in a free country, to be 
always open to the most unlimited competition, fraud and decep- 
tion certainly are not essential to the most perfect freedom of 
the press. There is indeed no patent right in the names. There 
can be very little excuse for the editor of a newspaper who shall 
adopt the precise name and address of an old established paper 
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which would be likely to interfere with the good-will of the latter 
by actually deceiving its patrons. 

In Estes v. Williams (C. C.) 21 Fed. 189, it appears that a 
person in London, England, published a series of juvenile books 
of uniform appearance and in a style of peculiar attractiveness 
and called them “Chatterbox” until they became widely known 
and quite popular by that name in that country and this. He 
assigned the exclusive right to use and protect that name in this 
country to the plaintiff. The defendants commenced the publica- 
tion of a series of books and called them by that name and made 
them so similar in appearance and style as to lead purchasers to 
think that they are the same. Held, that the plaintiff was entitled 
to equitable relief. 

The principle which interdicts unfair competition in trade will 
protect a publisher who has imparted to his books peculiar char- 
acteristics which enable the public to distinguish them from books 
published by others and containing the same literary matter against 
the copying of the characteristics though the copyright on the 
literary matter has expired. Merriam Co. v. Straus (C. C.) 1386 
Fed. 477; Merriam Co. v. Saalfield Pub. Co., 288 Fed. 1, 151 
C. C. A. 77 [7 T. M. Rep. 110}. 

Even in the case of a patented article like the Singer sewing 
machine, where on the expiration of the patent the right to use 
the name of the patentee passes to the public, it is unlawful to 
so design a machine and place the name thereon as to deceive the 
public into believing that the machine made by a new company 
was actually made by the old Singer Manufacturing Company. 
Singer Mfg. Co. v. June Mfq. Co., 163 U. S. 169, 16 Sup. Ct. 
1002, 41 L. Ed. 118. 

In McLean v. Fleming, 96 U. S. 245, 251 (24 L. Ed. 828), 
it was held that no trader can adopt a trade-mark so resembling 
that of another trader as that ordinary purchasers buying with 
ordinary caution are likely to be misled. The court in discussing 
the question says: 


“Equity gives relief in such a case, upon the ground that one man 
is not allowed to offer his goods for sale, representing them to be the 
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manufacture of another trader in the same commodity. Suppose the 
latter has obtained celebrity in his manufacture; he is entitled to all 
the advantages of that celebrity, whether resulting from the greater de- 
mand for his goods or from the higher price the public are willing to 
give for the article, rather than for the goods of the other manufacturer, 
whose reputation is not so high as a manufacturer.” 

It appears from the findings of fact that the grotesque figures 
in respondent’s cartoons, as well as the names “Mutt” and “Jeff” 
applied to them have in consequence of the way in which they 
have been exploited by the respondent and the appearance and 
assumed characters of the imaginary figures have been maintained, 
acquired a meaning apart from their primary meaning, which is 
known as a secondary meaning. The secondary meaning that 
is applicable to the figures and the names is that respondent orig- 
inated them and that his genius pervades all that they appear to do 
or say. 

It also appears from the findings of fact that the respondent 
is the owner of the property right existing in the characters repre- 
sented in such figures and names. They are of his creation. They 
were published and became well known as distinct characters be- 
fore the contract was made with the appellant. Property rights 
in literary and other property, the product of the brain as between 
employer and employee, are determined by what was contemplated 
by the contract of employment. Root v. Borst, 142 N. Y. 62, 86 
N. E. 814. 

While the contract with appellant contemplated that the re- 
spondent should draw cartoons in the form of comic strips in 
which he would use the figures known as “Mutt” and “Jeff” and 
the names connected therewith as he had done prior to such con- 
tract, it did not purport to sell to appellant his property rights 
then existing or which might be acquired thereafter. The contract 
with appellant expired on August 8, 1915. The common-law right 
of property that the plaintiff had in particular cartoons was lost 
when they were severally published. Caliga v. Inter Ocean News- 
paper Co., 215 U. S. 182, 80 Sup. Ct. 38, 54 L. Ed. 150. The 
respondent does not claim to the contrary. If the copyrights were 


to be considered, it would appear that the respondent was the first 
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to copyright one of his cartoons containing the well-known figure 
of “Mutt’ and in which the name “Mutt” was applied to the figure. 
He also copyrighted the book in which the cartoons were designated 
as “The Mutt and Jeff Cartoons. By Bud Fisher.” (See decision 
December 22, 1916, by Examiner of Interferences denying an 
application of the Star Company to cancel the registration by 
Fisher of the words “Mutt and Jeff’ as a trade-mark, March 9, 


1915. Official Gazette of the United States Patent Office, vol. 236, ; 
. No. 1, page 283.) The name “Bud Fisher” was used by the 
; respondent in connection with his work as a cartoonist. 


As we have already stated, it is unnecessary to discuss the : 
question of the rights of the public or of appellant to reproduce 
the particular cartoons that have been published, because the plain- 
tiff’s claim in this action rests upon other facts and principles as 
stated herein. The figures and names have been so connected with 
the respondent as their originator or author that the use by another 
of new cartoons exploiting the characters “Mutt and Jeff’ would 

be unfair to the public and to the plaintiff. No person should be 
permitted to pass off as his own the thoughts and works of another. 

If appellant’s employees can so imitate the work of the re- 
spondent that the admirers of “Mutt and Jeff’ will purchase the 
papers containing the imitations of the respondent’s work, it may 
result in the public tiring of the “Mutt and Jeff” cartoons by reason 
of inferior imitations or otherwise, and in any case in financial 

damage to the respondent and an unfair appropriation of his skill 
and the celebrity acquired by him in originating, producing and 
maintaining the characters and figures so as to continue the demand 
for further cartoons in which they appear. 

The only purpose that another than respondent can have in 
using the figures or names of “Mutt” and “Jeff” is to appropriate 
the financial value that such figures and names have acquired by 
reason of the skill of the respondent. 

The appellant urges that the courts have decided adversely 
to the claim of the respondent in a litigation which related to the 
use of the name “Buster Brown” as a title of a comic section of 
a newspaper. 
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A cartoonist had made pictures for a comic section of the 
New York Herald, in which “Buster Brown” was the principal 
figure. A similar comic section was printed by a newspaper pub- 
lisher by the appellant, and the New York Herald Company 
brought an action against the appellant, the decision in which is 
reported in (C. C.) 146 Fed. 204. From the opinion in that case 
it appears that the suit was solely to restrain an infringement of 
a trade-mark and the court said: 


“No question as to copyright or as to unfair competition is presented.” 


It was found that the Herald Company was the first to use 
the name, title, and trade-mark of “Buster Brown” as a heading 
to a comic section of its newspaper, and that it had shown title to 
the trade-mark. 

In the case of Outcault v. New York Herald (C. C.) 146 Fed. 
205, the court held that, so far as the question of the use of the 
title “Buster Brown” was concerned, it had been disposed of by 
the decision in the case of New York Herald Company v. Star Com- 
pany. The facts in the instant case differentiate it from the Out- 
cault Case in every other respect. 

In an action brought by the New York Herald Company 
against Ottawa Citizens’ Company of Canada, it was held (4! 
Canada Supreme Court, 229) that the term “Buster Brown’ or 
“Buster Brown and Tige,’” used as the title to a comic section of 
a newspaper, cannot be registered as a trade-mark. In the opinion 
written for a majority of the court it is said: 

“The production which the appellant sells is not a kind of paper, 
or of paper colored in any particular way or covered with a peculiar 
kind of ink or set form or figures. It is the nonsense that is produced 
by the brain of the man writing for the diversion of the idle that in truth 


is sold. It may be that kind of brain product that the copyright might, 
among other things, be extended to or that copyright might cover. * * * 


I am quite sure it never was intended those sections should apply to 
such a thing.” 


The New York Herald Cases mentioned do not materially 
affect the question in this case. 


The judgment should be affirmed, with costs. 
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All concur, except Crane, J., who dissents on the ground that 
plaintiff seeks to maintain rights which can only be had under the 
copyright law. The copyright law does not apply, and the plain- 
tiff has no rights thereunder. This action in my judgment is in 
effect a substitute for the rights which the plaintiff might have had 
under the copyright law. 

Judgment affirmed. 





Carter TraNnsFer & SroraGe Co. v. CARTER, ET AL. 
(184 N. E. Rep. 113) 


Supreme Court of Nebraska 
July 15, 1921 


Unrair Competition—Use or Same Patronymic 1x CompetinG Business— 
A APPEAL. 

The good-will to the trade-name “Carter Transfer & Storage 
Company,” built up by appellants long prior to the adoption of the 
name “Carter Brothers Transfer” in a competing business by the 
appellees is intangible property which the courts will protect against 

appropriation by the latter. 
Unrair Competirion—Use or SAME Famity Name AND Srmiiar BusINeEss 

Dress—Dentat or Intent to Decetve. 

Where an established business with a trade-name representing 
good-will comes into competition with a later rival with a name so 
similar and so displayed as to be liable to deceive the former’s cus- 

| tomers and the public, the denial of such a purpose has little weight 
in a suit to restrain unfair competition. 


Appeal from District Court, Lancaster County; CLEeMeENTs, 


Judge. 











In equity. From a judgment of dismissal, plaintiff appeals. 


Reversed and remanded, with instructions. 


appellant. 
Stewart, Perry & Stewart, of Lincoln, Neb., for appellees. 


Jd. 


Fred C. Foster and O. K. Perrin, both of Lincoln, Neb., for 


Before Morrissey, C. J., and Day, Dean, Lerron, and Rosse, 
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Per Curiam: This is a suit in equity to enjoin Allen S. Carter 
and David O. Carter, defendants, from using in Lincoln for the 
transportation of freight for hire any truck, van, or other vehicle, 
while painted white, with the name “Carter Brothers Transfer” 
thereon in red. The trial court dismissed the suit, and plaintiffs 
have appealed. 

The controlling facts are not in dispute. There are two plain- 
tiffs and both are corporations. For more than 12 years one of 
the plaintiffs, the “Carter Transfer & Storage Company,’ was 
engaged in the business of transporting freight for hire in Lincoln 
and vicinity. Its name appeared on its letterheads and other sta- 
tionery. It had over 500 contracts in its corporate name. It had 
many trucks and vans which it used on the public streets and at 
the railway stations. These were painted white and there was dis- 
played thereon in red letters the trade-name of “Carter Transfer 
& Storage Company.” In that name the corporation acquired 
a good reputation and established an extensive, profitable business. 
Prior to 1919, no one by the name of Carter, except those connected 
with the Carter Transfer & Storage Company, had been engaged 
in the business of transporting freight for hire in Lincoln. The 
other plaintiff, the Globe Delivery Company, was and is also en- 
gaged in the business of transporting freight for hire in Lincoln. 
In April, 1919, the business of the two corporations was consol- 
idated and it has since been carried on partly in the name of one 
and partly in the name of the other. The principal owners of 
the stock of the Globe Delivery bought the capital stock, business 
and property of the Carter Transfer & Storage Company, including 
its good-will and the right to use its name, letterheads, other sta- 
tionery, trucks and vans. The original contracts for the trans- 
portation of freight were carried out in the name of the Carter 
Transfer & Storage Company and its letterheads and other sta- 


tionery have been used for that purpose. Some of the vans and 
trucks as originally painted white with the trade-name displayed 
thereon in red have been continuously used without change since 
the consolidation. Other vans and trucks now in use bear the 
names of both corporations, the Globe Delivery Company as suc- 
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cessor to the Carter Transfer & Storage Company. In this manner 
the new management has sought to retain as property owned by 
plaintiffs the good-will of both corporations. Prior to the con- 
solidation each of the two defendants, Allen S. Carter and David 
O. Carter, had been connected with the Carter Transfer & Storage 
Company in one capacity or another as stockholder, officer or em- 
ployee. They are sons of the founder of the business enterprise 
conducted in that corporate name. 

While the business of plaintiffs was being conducted in the 
names and in the manner outlined, defendants engaged in the same 
business in the same place and used on the public streets of Lincoln 
and at the railway stations a truck painted white with the name 
“Carter Brothers Transfer’ displayed thereon in red letters. 

Defendants plead and testify that they are not using the 
name “Carter Brothers Transfer’ and their truck for the purpose 
of deceiving the public and the customers of plaintiffs or for the 
purpose of diverting the business of plaintiffs to themselves. They 
further plead and testify that they are engaged in the business 
of transporting freight for hire under their own name, as they 
claim a right to do, operating their truck honestly in good faith for 
the purpose of doing a legitimate business. 

The uncontradicted proof, nevertheless, shows that at least 
two regular customers of the “Carter Transfer & Storage Com- 
pany” gave their business to “Carter Brothers Transfer” after 
the latter in that name became a competitor, that the mail of the 
two rivals is often confused, and that freight is sometimes mixed 
at the railway stations. Defendants have not been contented to 
use their own names without employing words in the name of their 
competitor or without imitating the latter’s method of display. 
They have utilized their patronymic with “Brothers” and ‘“Trans- 
fer” in red letters on a white background on their truck. As thus 
displayed before the public there is a marked similarity between 
the name “Carter Transfer & Storage Company” and “Carter 
Brothers Transfer.’ Without regard to the intentions of defend- 
ants the similarity is well calculated to mislead the public and 
customers of plaintiffs into believing that “Carter Brothers Trans- 
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fer,’ thus displayed on the truck, is the name of the identical 
business established by the “Carter Transfer & Storage Company’”’ 
during years of rectitude and efficient service. 

Good-will in connection with a business is property. The 
owner of a business and of the property used in conducting it is 
the owner of the good-will. The name is the trade designation 
of the business to which the good-will attaches. The unfair use 
of a new artificial name by competitors, where the effect is to trans- 
fer to them good-will of a business previously established by others 
under a similar trade-name, is a misappropriation of property. 
The good-will of the Carter Transfer & Storage Company belongs 
to plaintiffs, and not to defendants. It is intangible property which 
a court of equity may protect. The modern rule, founded on busi- 
ness integrity and fair competition and supported by the better 
reasoning, is: Where an established business with a trade-name 
representing good-will is drawn into competition by a recent rival 
with a name so similar and so displayed as to be likely to mislead 
the former’s customers and the public, the denial of a purpose to 
do so has little weight in the defense of a suit to prevent such a 
wrong. 26 R. C. L. 8738, § 51, 885, § 60; Payn’s Sons Tobacco 
Co. v. Payette, 86 Misc. Rep. 276, 149 N. Y. Supp. 183 [4 T. M. 
Rep. 440]; Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 100 Me. 
161, 62 Atl. 499, 4 L. R. A. (N. S.) 960, and note; W. B. Mfg. 
Co. v. Rubenstein, 2836, Mass. 215, 128 N. E. 21,11 A. L. R. 12838; 
Kyle v. Perfection Mattress Co., 127 Ala. 39, 28 South. 545, 50 
L. R. A. 628, 85 Am. St. Rep. 78; Hudson v. Osborne, 89 L. J. 
(Eng.) 79. 

The undisputed evidence shows that the name adopted by 
defendants and their manner of displaying it on their truck will 
quite likely mislead the public and customers of plaintiffs to the 
injury of the latter. Without questioning the motives or the 
honesty of defendants, who no doubt had an honorable part in 
building up the business of the Carter Transfer & Storage Com- 


pany, a court of equity should hold that they have made no de- 
fense to this suit. 
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The judgment is reversed and the cause remanded, with an 


— 


eee 


instruction to the district court to grant an injunction according to 
the prayer of the petition of plaintiffs. 
| Reversed, with directions. 


Cuas. H. Evuiotrr Co. v. SKILLKRAFTERS, INC., ET AL. : 
(114 Atl. Rep. 488) 


Supreme Court of Pennsylvania 
July 1, 1921 


Unrair Competrrrion—Copyinc Cararocs, Designs anp ILLustRaTIONS— 
INJUNCTION. 
The use by defendants of catalog designs, illustrations and trade 
descriptions closely similar to those used by the plaintiff, by whom 
several of the defendants’ members were formerly employed, is un- 
fair competition, and the decree of the lower court granting a per- 
manent injunction should be affirmed, with modifications. 
Cx In equity. Suit for unfair competition. From a decree grant- 
ing a permanent injunction, defendants appeal. Modified and ' 
affirmed. : 


Before Moscuzisker, C. J., and Frazer, WaALLING, Simpson, 


Kepuart, and Sapter, JJ. 


W. Horace Hepburn, Jr., of Philadelphia, Pa., for appellants. 
) Edward Hopkinson, Jr., of Philadelphia, Pa., for appellee. 


Sapter, J. In 1916, the plaintiff company began the man- 
ufacture and sale of pins and rings, specially designed as class 
and college emblems. It developed a considerable trade in the 

a articles which it produced, and its wares had become known in 
many institutions through its catalogs, and the actual users of 
its designs. In its employ, until 1918, were the individual de- 
fendants named in this proceeding, who subsequently formed the 
corporation complained of, which established a business of like 
character, appealing to the same class of customers. The Elliott 
Company complained of the manner in which it conducted its deal- 


ings, and filed the bill, which is the basis of the present proceeding, 
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to restrain alleged unfair competition. After hearing, a perma- 
nent injunction was granted. 

The learned chancellor has found, upon sufficient evidence, 
that certain employees of plaintiff took advantage of their position 
to secure copies of the designs and dies in use by it, and likewise 
obtained, surreptitiously, lists of the Elliott Company’s customers 
for goods of the character manufactured. With this information, 
they formed the Skillkrafters Corporation, and began business in 
competition with their former employer. A catalog was _pre- 
pared and issued, giving illustrations of the work it was prepared 
to offer. The wording used therein would lead the public to infer 
that like pins and rings had previously been made and placed upon 
the market by it, which was not the fact. Eleven of the 87 pic- 
tures were, in effect, identical with the designs used and sold by 
the Elliott Company, with the distinctive marking and lettering, 
and 19 others substantially the same. A large number of these 
circulars were forwarded to the schools and colleges with which the 
plaintiff had been doing business, as well as to its known customers. 

The defendants justified their conduct on the ground that 
there was no infringement of any trade-mark or copyright, but 
merely the copying of an unpatented article of trade—a permis- 
sible act, in the absence of any representation that the product 
offered was that of another. As a general proposition this is true 
(Putnam Nail Co. v. Dulaney, 140 Pa. 205, 21 Atl. 891, 11 L. 
R. A. 524, 23 Am. St. Rep. 228; Lafean v. Weeks, 177 Pa. 412, 35 
Atl. 693), unless there be a breach of trust or contract; “but where 
goods are cast into a distinctive form, unnecessary and deceptive 
imitation of the size, shape, and structure of the article itself will 
be enjoined as unfair competition.” 38 Cyc. 844. The good-will 
of a manufacturer is not to be destroyed by needless simulation 


“by others if the exercise of reasonable precaution to protect it will 


impose no substantial restriction on the right of another to make 
and sell. “When a person not only copies the general design, but 
also copies or imitates the peculiar features, marks, or devices, 
tending to produce confusion in the minds of intending purchasers 


and to mislead them into purchasing his goods in place of those 
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of the original maker, unfair competition results, which may be 
restrained.” 26 R. C. L. 880. The authorities thus holding in 
this state have been so satisfactorily collated in Pennsylvania Brew- 
ing Co. v. Anthracite Beer Co., 258 Pa. 45, 101 Atl. 925, that 
repetition here is unnecessary. If the effect may be to mislead, 
a fraudulent intent is inferred, and proof of actual deception is 
not necessary to the granting of relief. Heinz v. Lutz, 146 Pa. 
592, 23 Atl. 314. 

In the present case it is evident that the designs of the de- 
fendant company, with the same distinguishing features as those 
appearing in the catalog of plaintiff, and sent to the trade which 
it had by previous effort built up, and with which it dealt, will 
have the effect of confusing the prospective buyer. 

“A demand for goods created by advertising belongs to the advertiser; 
and he will be protected therein against unfair competition by another 
who seeks in any way to take advantage of such advertisement to sell 
his own goods.” 38 Cyc. 762; Kimball v. Hall, 87 Conn. 563, 89 Atl. 166, 
L. R. A. 1916E, 632; Shaw v. Pilling, 175 Pa. 78, 34 Atl. 446. 

For the reasons stated, the general result reached by the 
learned court below is correct. The decree entered is, however, 
in certain respects, too broad. In the first paragraph, the restraint 
from soliciting and accepting orders should be limited to those 
emblems which are the designs of plaintiff. In the second, the 
profits to be accounted for should be such as come from the sale 
of the Elliott Company’s emblems. The third should direct the 
delivery of such impressions or reproductions of the pins and rings 
appearing in the catalog, being Nos. 500 to 518, inclusive, 525 
to 584, inclusive, O. H. Stone and S. H. Stone, and also the list 
of names and addresses of the customers of the Elliott Company 
which may be in the defendants’ possession. As it may well be an 
impossibility for defendants to supply the mailing list containing 
the names of all parties to whom catalogs were sent, the fourth 
paragraph should be qualified so as to cover only such names as to 
which a record was kept, or which can be recalled. 

Having these views, a specific reference to the many assign- 
ments of error is unnecessary; except as to the complaint directed 
to the decree entered, all are overruled. 
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It is ordered that the record be remitted to the court below, 
with instructions that the decree be amended as suggested. 

As modified, the decree is affirmed, at the costs of the ap- 
pellants. 





Du Pont v. Tue Ginter Company 
Commissioner of Patents 
July 7, 1921 


Trape-Marks—OpposItion—SurNAME “Du Ponvt,”’ Witrn Coat-or-Arms— 

UnrecistraBLE Unper Stratute—Ricut To Oppose. 

The opposition to the registration of a trade-mark consisting of 
the name “Du Pont,” displayed in connection with a coat-of-arms 
and the letters “D P,” interposed by one having the surname “Du 
Pont,” is sustained, in spite of the fact that opposer had not used 
the name in trade, the right to oppose being granted to any one who 
believes that he would be damaged by the registration. 

Trapve-Marks—REGISTRABILITY—SURNAME OF CELEBRITY. 

The fact that the trade-mark comprises the name of a noted 

celebrity is not sufficient to warrant registration. 


Appeal from a decision of the Examiner of Interferences. 


Affirmed. 


Messrs. Prindle, Wright and Small, of New York City, for 
opposer. 


Mr. Henry C. Thompson, of New York City, for applicant. 


FeNNING, Assistant Commissioner: This is an appeal from 
a decision of the Examiner of Interferences adjudging that the 
applicant is not entitled to the registration of a trade-mark. 

The opposer is an individual whose surname is Du Pont. The 
mark sought to be registered consists of the words “Du Pont” 
above a fanciful design resembling a coat-of-arms on which are 
the letters “D P.” 

The opposition proceedings are instituted under section 6 of 
the Act of February, 1905, which allows any person who believes 
he would be damaged by the registration of a mark to oppose the 
same, and section 5 of the same act, which provides that no 
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mark which consists merely in the name of an individual, firm, 
corporation, or association, not written, etc., in a distinctive man- 
ner, shall be registered. After answer was filed opposer moved 
for judgment under equity rule 29. 

It is urged that applicant’s mark does not consist merely of 
the name of an individual. Applying to the mark the test indicated 
in ex parte, A. Engelhard & Sons Co. (1904, C. D., 122; 109 O. G., 
1886), it seems clear that 
“the mark under consideration presents an appearance so little modified 
from the name used alone as to make the modification comparatively 
insignificant.” 

In that case there was a picture of a cloud-bank associated 
with the name. In this case there is the representation of a coat- 
of-arms which would seem to emphasize the surname feature of 
the mark. The same conclusion is supported by American Steel 
Foundries (264 O. G. 353 [9 T. M. Rep. 364]); Simpler Electric 
Heating Company v. Ramey Co. (243 O. G., 793; 46 App. D. C., 
100 [7 T. M. Rep. 266]) and other cases. It is true that in at 
least some of these cases the question of the use of the mark on 
certain goods was considered, whereas in the present case it is 
admitted in the opposition papers that the opposer has not applied 
the mark to any goods; but under the clear words of section 5 of 
the statute it would seem that the name is not registrable, irre- 
spective of use. Moreover, in such cases as Mansfield Tire & 
Rubber Company v. Ford Motor Company (222 O. G. 1056; 44 
App. D. C. 205 [6 T. M. Rep. 141]) it is held that trade inter- 
ference and specific damage need not be shown. Applicant calls 
attention to the fact that the mark comprises the surname of a 
noted celebrity; but it has been held that this is not sufficient basis 
for the registration of a mark. (Stephano Bros. v. Stamatopoulos, 
238 Fed. Rep. 89 [7 T. M. Rep. 34].) 

It may be that applicant has a common-law right to its mark, 
but it cannot be registered under the statue. (238 Fed. Rep. 89.) 
The decision of the Examiner of Interferences is affirmed. 
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Tue RoseENBERG Company V. Pui.tiips-Jones Company, Inc. 
July 19, 1921 


Trave-Marks—INTERFERENCE—CONFUSING RESEMBLANCE. 

A trade-mark consisting of the words “American Ace,” with 
labels displaying also an aeroplane, held to be so closely similar to 
a mark consisting of the word “Ace” above the representation of an 
aeroplane propeller, with two stars, the whole being surrounded by 
a rectangular border, as to be likely to cause confusion in the goods. 

Trape-M arks—INTERFERENCE—SIMILARITY OF Goons. 

Overalls, combination-suits, pants, shirts and work-clothing are 
goods of the same descriptive properties as men’s outer shirts, men’s 
pajamas, men’s night-shirts, men’s underwear, both knit and woven 
goods, and men’s collars and cuffs, both soft and unlaundered. 

TrapvEe-M arks—INTERFERENCE—Prioriry—DetTeRMINED BY Date oF APPLI- 

CATION. 

In an interference proceeding, the priority right of the parties 
to their respective marks is determined by the date of filing the 
application rather than by the date of registration, and the decision of 
the Examiner of Interferences holding the contrary is reversed. 


Appeal from a decision of the Examiner of Interferences. 
Reversed. 


Messrs. H. B. Wilson & Co., for The Rosenberg Company. 
Mr. W. B. Morton, for Phillips-Jones Company, Inc. 


FenninG, Assistant Commissioner: This is an appeal from 
the decision of the Examiner of Interferences awarding priority 
of a trade-mark to The Rosenberg Company, Inc., the junior party. 

The Phillips-Jones Company, Inc., filed an application on 
February 8, 1919, for its trade-mark which was registered on July 
22, 1919, No. 126,057. The mark is applied to men’s outer shirts, 
men’s pajamas, men’s night-shirts, men’s underwear, both knit and 
woven goods, and men’s collars and cuffs, both soft and laundered. 
The mark consists of the word “Ace” surmounting the representa- 
tion of an aeroplane propeller, below which appear two stars, the 
whole being surrounded by a rectangular border. 

The Rosenberg Company filed its application complete on May 
14, 1919, having filed an informal application on April 12, 1919. 
It claims use on overalls, combination-suits, pants, shirts, and work- 


clothing of its mark consisting of the words “American Ace.” The 
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labels filed with the application show an aeroplane in addition to 
the words “American Ace.” 

The Rosenberg Company contends that there is no interference 
in fact because the marks are distinguishable, but the word “Ace”’ 
associated with the aeroplane propeller is certainly near enough 

to the mark “American Ace,” as shown, to be likely to cause con- 
fusion. 

The Rosenberg Company further contends that the marks are 
applied to goods of different descriptive properties; but it is be- 
lieved that a reading of the list of articles referred to in the two 
applications, as indicated above, will show this ground untenable. 

The Phillips-Jones Company took no testimony. 

Arthur Rosenberg, president of The Rosenberg Company, tes- 
tified that their mark had been used continuously since April 1, 
1919, and he mentions the names of a number of customers in 
various states. To some extent this testimony is supported by the 
deposition of Goldsmith. This sufficiently shows use of the mark 
by The Rosenberg Company prior to the date of registration of 
the mark by the Phillips-Jones Company, and on this state of facts 
the Examiner of Interferences awarded priority to The Rosenberg 
Company. 

The Phillips-Jones Company before the Examiner of Inter- 
ferences and also on this appeal urges that it should be given its 
record filing date of February 8, 1919, for the use of its mark. 
Such date is prior to any use alleged or proven by The Rosenberg 
Company and consequently would necessitate awarding priority 
to the Phillips-Jones Company. 

The Examiner of Interferences, however, held that the 

P Phillips-Jones Company could not have the benefit of its filing 
date, and in support thereof cited several cases. 

I have been unable to find a case directly in point. In Canepa 

v. Boehm (C. D. 1905, 291; 117 O. G. 2089) the Commissioner 

says that the date to be conceded a registrant is the date of the 

certificate of registration and not an earlier date, but it was un- 

necessary for him to consider that matter, since the junior party 

there proved a date prior to the registrant’s application date, and 
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the same is true of Voegeli Brothers v. Knox (2 C. D. 1912, 391; 
185 O. G. 258 [2 T. M. Rep. 390]), and Greene, Tweed & Co. v. 
Manufacturers’ Belt Hook Company (C. D. 1908, 294; 187 O. G. 
2221), in both of which the junior party proved use prior to the 
application date of the other party. 

The attorney for The Rosenberg Company cites two other 
cases which contain statements supporting his contention; but in 
neither case was the particular point here considered in issue. In 
Lowden v. Allen Brothers Company (C. D. 1908, 247; 137 O. G. 
979) neither party had taken testimony, but priority was awarded 
to the party whose application date was earlier. In Dunlevy & 
Brother v. Nelson Morris & Co. (C. D. 1908, 58; 182 O. G. 1588) 
there was an interference between an applicant and a registrant 
under the statutes in effect prior to the 1905 Trade-Mark Act. 
The Commissioner there said that where a registrant took no testi- 
mony the applicant should prevail if he established a date of adop- 
tion and use prior to the date of registration; but in fact in that 
case the applicant established a date which was not merely prior to 
the date of registration, but which was also prior to the date of 
the application on which the registration was based. 

In the case of William Wrigley, Jr., & Co. v. Norris (C. D. 
1910, 307; 152 O. G. 488, 84 App. D. C. 188) the Court of Ap- 
peals of the District of Columbia considered an opposition pro- 
ceeding brought against an applicant who was endeavoring to reg- 
ister his mark under the ten-year clause of the statute. The court 
there held that the application being regular in form entitled the 
applicant prima facie to the right of registration; but since the 
opposer had introduced testimony showing the use of the mark by 
others during a part of the ten years next preceding February 
20, 1905, the date of the Trade-Mark Act, the applicant was not 
entitled to registration. By inference, at least, the court there 
indicated that in the absence of testimony to the contrary the ap- 
plicant would have had prima facie title to the mark for the ten 
years prior to February 20, 1905, based on his application. 

In the present case The Rosenberg Company’s testimony is 
not in the least directed toward showing that the Phillips-Jones 
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Company did not use the mark or that they abandoned the mark. 
The Rosenberg Company’s testimony was directed solely to its 
use of its own mark. All that The Rosenberg Company endeavored 
to prove may be taken for true, but still the Phillips-Jones Com- 
pany will be entitled to the registration of its mark if the sworn 
statement in its formal application for registration is believed and, 
as stated, this has not been questioned. 

The Trade-Mark Act of 1905 in section 1 provides for the 
filing of the application, which, among other things, shall state 
the length of time during which the mark has been used and which 
shall be accompanied by specimens of the mark as actually used. 
Section 2 provides “in order to create any right whatever’ the 
application must be accompanied by a verification to the effect 
that the applicant is the owner of the trade-mark and that no other 
person has the right to use the mark in the United States (of course, 
at the date of the application). 

Section 11 of the law provides that the certificate of regis- 
tration shall state the date on which the application for registra- 
tion was filed or received in the Patent Office, and section 16 pro- 
vides that the registration of a trade-mark under the provisions of 
this act shall be prima facie evidence of ownership. 

The natural inference from this would be that the certificate 
of registration, which by law includes the date of the application, 
should be taken as evidence of ownership of the mark by the appli- 
cant on the date the application was filed, especially in view of 
the fact that the application must be sworn to and must be accom- 
panied by other evidence in the form of specimens of the mark 
as actually used. It would seem that this is the “right” which 
may be created under section 2, else the “right” will be barren. 

Moreover, section 13 provides for the cancellation of the regis- 
tration of a mark if it shall appear that the registrant was not 
entitled to the use of the mark at the date of his application for 
registration thereof—not the date of registration. 

All this leads to the conclusion that the filing of a regular 


application for the registration of a trade-mark supported by an 
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affidavit under section 2 and accompanied by specimens of the mark 
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as actually used should be taken as prima facie proof that the ap- 
plicant was the owner of the mark on the date the application was 
filed, and that fact having been established the presumption must 
arise that the applicant continued to own the mark and to use it. 

Therefore, the junior party to an interference or the opposer 
to an application for registration should not be awarded priority 
unless he shows use by himself prior to the application date of 
the opponent, or that his opponent is not entitled to the use of the 
mark, or that his opponent has not used the mark or has abandoned 
the use of the mark. 

In the case of Deitsch, et al. v. George R. Gibson Co. (155 
Fed. Rep. 383), Judge Hough, in considering a trade-mark, ap- 
parently assented to the suggestion that the prima facie owner- 
ship of the mark was not limited to the date of the certificate of 
registration, although he did in that case find that affidavits which 
were submitted on a motion for preliminary injunction set out 
facts sufficient to overcome this prima facie right. 

Whether an applicant should be given the date he claims for 
first use in his application is not in issue here. 

Inasmuch as the Phillips-Jones Company’s application was 
filed prior to any date of use proven by The Rosenberg Company 
and inasmuch as there is nothing in the record to combat the pre- 
sumption of ownership of the mark by the Phillips-Jones Company 
on the date their application was filed, the Examiner of Inter- 


ferences is reversed, and priority is awarded to The Phillips-Jones 
Company. 


Henry W. Fisuet & Sons, Inc. v. Distinctive Jewewry Co., Inc., 


ET AL. 
New York Supreme Court, Appellate Division, First Department 
May, 1921 


Trape-Marxs anp Unrair Competirion—“SILveRINE” AND “SILVERITE”— 
“JEWELRY OF DistrncTIon”—SEconpaRY MEANING—APPEAL. 
Appellants, by using on jewelry sold in competition with the 

respondent, the names “Silverin” and “Silverine” as trade-marks, and 
by incorporating as the “Distinctive Jewelry Company,” were guilty 
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of unfair competition with the latter, which, long prior to such acts 
of appellants, had adopted and used the word “Silverite” as a trade- 
mark on similar goods and had advertised them so widely under the 
phrase “Jewelry of Distinction” as to give it a secondary or trade- 
mark meaning, as indicating exclusively respondent’s product. The 
decree of the lower court must, therefore, be affirmed, except as to 
the granting of damages to plaintiff, there being no evidence to war- 
rant such finding. 


Appeal by defendants from a judgment of the Supreme Court, 
. New York County, in favor of the plaintiff entered upon a decision 
| upon a trial of the issues at Special Term. 


. I. Maurice Wormser and William Macy, of counsel (Samuel 
W. Solins, attorney). all of New York City, for appel- 
lants. 


Harry D. Nims and Henry D. Williams, of council (Williams 

& Pritchard, attorneys), all of New York City, for 
respondent. 

For opinion of lower court, see 11 T. M. Reporter, p. 102. 

Present: Hons. JoHn Proctor Crarke, P. J.; Frank C. 

LAUGHLIN, Victor J. Downe, Epear S. K. Merrett and Samue. 


GREENBAUM, JJ. 


LaveGuuin, J.: This is a suit in equity to enjoin unfair com- 
petition. The plaintiff alleged that it was a jewelry manufacturer 
and had adopted the words “Jewelry of Distinction” as descriptive 
of its products and the word “Silverite” as a trade-mark descriptive 
of the metal of which its products were made, and that these terms 
had become known to the public as identifying its goods; that the 
defendants Ornstein and Schwartz were formerly in its employ 
and left its employ and incorporated the defendant company, adopt- 
ing for it a name in imitation of the name used by the plaintiff to 
describe its products and were using the word “Silverine” as de- 
scriptive of their goods in imitation of the plaintiff's trade-mark; 
that the defendants by misrepresentations and unfair inducements 
caused various employees of the plaintiff, who would not otherwise 
have left its employ, to leave and enter the employ of the defendant 
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company, and by fraudulent and unfair means have obtained pos- 
session of and have used designs of jewelry and plans and patterns 
of tools belonging to the plaintiff. The answer contains a denial 
of the material allegations of the complaint and pleads as an 
affirmative defense that the plaintiff had no exclusive right to adopt 
the words “Jewelry of Distinction” and “‘Silverite,” and that “Sil- 
verite”’ could not lawfully become a trade-mark. 

Plaintiff presented evidence showing that it was incorporated 
in 1919 as successor to a corporation formed in 1911, and was 
one of the three largest houses of the kind in New York City, and 
was engaged in manufacturing, from its own designs and with tools 
designed by and for it, imitation diamonds and rhinestones set in 
an alloy, the trade-mark of which is “Silverite,’’ resembling plati- 
num, in imitation of designs of genuine diamonds and rhinestones 
set in platinum and selling the same at reasonable wholesale prices 
to the retail trade; that defendant Ornstein was in the employ of 
the plaintiff and its predecessors about six years and left in May. 
1919, and during the last year of his employment was foreman of 
the jewelers; that defendant company was incorporated about ten 
days before Ornstein left plaintiff's employ; that defendant 
Schwartz was in the employ of plaintiff and its predecessors about 
seven years as a stonesetter and left March 5, 1919; that defendant 
company applied to the Federal Patent Office for a trade-mark 
on the word “Silverin’’ on April 6, 1920, and after objections 
thereto by the plaintiff the application was denied by default; 
that the defendant company used the term “Silverin” by stamping 
on all its jewelry until the 18th of November, 1919, since which 
time it has used “Silverine’’; that the plaintiff and its predecessors 
used the word “‘Silverite” by stamping it on its jewelry since 1913. 
and obtained a trade-mark thereon on April 8, 1915; that since 
1916 the plaintiff had used “Jewelry of Distinction” on all its 
stationery and advertising, and that this use and advertising ex- 
tended to cards, letterheads, billheads, booklets, showcases, pads. 
photographs, signs, moving picture films and other forms of ad- 
vertising with these words in most instances, but not in all, pre- 


ceded by the word “Fishson’’ to represent its corporate name, 
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printed thereon; and that its goods were advertised 2,786,000 
times, including 1,238,000 newspaper advertisements and 1,435,000 if 
national magazine advertisements, and also were advertised in 
trade papers reaching the jewelry trade throughout the country 
for three and one-half years from May, 1916; that there has been 
no other use thereof or of the word “Silverite,” save as made by 
the defendant company; that plaintiff advertised its jewelry to 
some extent as “original creations of distinctive designs made in 
silverin,’ a metal having the appearance and color of platinum, 
and that “Jewelry of Distinction’’ came to have “a very definite 
trade-name” and described what plaintiff “had in mind when” 
it made the jewelry; that “Jewelry of Distinction’ was adopted 
by plaintiff as an appropriate phrase to cover the type of jewelry 
it made and sold; that in February or March, before the defendant 
Ornstein left plaintiff's employ, he requested the foreman of the 
plaintiff's die and tool department to leave its employ and go 
into business with him, and also requested the foreman to make 
for him a machine known as a jig saw, which had been invented 
and made and several of which were in use by the plaintiff, and 
which constituted an improvement on tools for like purposes there- ; 
tofore in use in the trade, and while in plaintiff's employ, having 
been introduced by plaintiff's foreman to the manufacturer, he 
induced him to make two jig saws from patterns belonging to the 
plaintiff, and defendant company is using them; that Ornstein 
also requested plaintiff's designer to make designs for him before 
he left the employ, and that Ornstein learned this line of business 
while in plaintiff's employ; that the plaintiff sold to the retail 
trade and to people who were able to pay their bills; that the 
defendant company employed a stone-setter who had been in the 
employ of the plaintiff and left on strike, and employed other men 
who had formerly been in the employ of the plaintiff; that both 
before and after leaving plaintiff's employ Ornstein requested many 
of plaintiff's employees to leave and go with him, and long before 
leaving requested plaintiff's designer to make up designs of jewelry 
for him and that after the defendant company commenced business | 
the stated to a former em- 


defendants Ornstein and Schwartz 
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ployee of the plaintiff, who was then in the employ of the defendant 
company, that they were trying their best to ruin plaintiff and to 
put it out of business. The plaintiff also presented evidence tend- 
ing to show that its billheads, letterheads and order blanks were 
imitated by the defendant company, and that it made and leased 
to the trade display signs for windows and glass signs to advertise 
the fact that “Jewelry of Distinction” was on sale, and distributed 
to the retail trade quite extensive leaflets so advertising its goods 
and photographs of actresses and other well-known women wearing 
“Jewelry of Distinction.” 

Defendant Ornstein testified that the heads of plaintiff's de- 
partments knew plaintiff's designs and tools, and that the plain- 
tiff usually obtained its designs from trade papers, adapting them 
to its own use, and that these designs were also used by others; 
that he left the plaintiff's employ on the 19th of May, 1919, and 
that the defendant company was incorporated about two weeks 
before that. Defendant at the time of the trial was using neither 
“Silverine” nor “Silverin,’ and discontinued the use thereof on 
discovering that other firms were using them; that when he left 
plaintiff's employ plaintiff's vice-president said to him that he would 
put him out of business; that the composition used by defendant 
is an imitation of silver, and it has never held it out as an imitation 
of platinum, which plaintiff claims to imitate; that the defendant 
at the time of the trial might have had on hand from $10,000 to 
$15,000 worth of stock marked “Silverine” or “Silverin,’ which 
it was still selling, but the amount on hand might not exceed $5,000. 
He denied that he ever, before leaving plaintiff's employ, requested 
any of plaintiff's employees to leave with him, but admitted that 
he has hired several of them since while they were on strike and 
at other times when they came to him for employment. He ad- 
mitted that he knew the plaintiff used the words “Jewelry of 
Distinction,’ and said that it was unfortunate that his company 
had adopted the same name, but it submitted a list of three or 
four names to the Secretary of State and this was one of them, 


and the one they particularly wanted and applied for first was 
“Premier,” which was not available. He also testified that the 
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reason defendant company used “‘Silverine” and “‘Silverin’” was 
because the jewelry was an imitation of silver, and that there was 
no intent on the part of those who organized the defendant cor- 
poration or were managing it to deceive the trade by the adoption 
of this corporate name or these names for its jewelry, and that they 
did not realize it would create confusion in the trade. He also 
testified that the defendant company dealt in the same line of goods 
as plaintiff, but only sold to the wholesale trade, to department 
stores and to jobbers, and that its salesmen go on the road with 
samples and usually get orders according to the samples and 
prices, and that the prices were the principal factor in making 
sales; that the composition used by the defendant company is 
supposed to be an imitation of silver, and he was not sure whether 
it ever held it out as an imitation of platinum; that the designs 
for the most part are taken from the journals and are modified by 
each house to suit its own ideas; that the designs are not patented 
and there is nothing exclusive about them. None of the other 
defendants testified. Two of the former employees of the plaintifi 
testified that after leaving plaintiff's employ on strike their union 
procured their employment by the defendant company. A jeweler 
called by the defendant testified that he had handled both plain- 
tiff’s and defendant's lines of jewelry and that his customers never 
asked for it either by the name of “Silverite” or “Silverin.” It 
was not denied that the defendant company procured the manufac- 
ture for it of the two jig saw piercing machines. The manufac- 
turer was not called, but it was stipulated that if called he would 
have testified that he also made the machines “for somebody else,” 
but the time of the manufacture thereof was not shown. 

There was no evidence that any purchaser was deceived by the 
acts of the defendants or purchased jewelry of defendant com- 
pany’s manufacture in the belief that it was of the plaintiff's man- 
ufacture, or that any confusion between the business of the plain- 
tiff and of the defendant company has arisen from the acts of 
the defendant. On these facts and on this evidence the trial court 
found, among other things, that the plaintiff duly registered ‘‘Sil- 


verite’’ as a trade mark and is the lawful owner and entitled to 
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the exclusive use thereof; and that the use by defendant company 
of “Silverine,”’ “‘Silverin,’ “Distinctive Silverine’’ or ‘Distinctive 
Silverin” in competition with plaintiff is unfair competition and is 
calculated to mislead the public as to the identity of the goods and 
of their manufacturer; that the use by the defendant company of 
its corporate name in this line of business is also calculated to 
mislead the public as to the identity of the goods and of their 
manufacturer and constitutes unfair competition; that the phrase 
“Jewelry of Distinction’’ has become valuable to the plaintiff as 
indicating and identifying its goods; that a large part of plaintiff's 
imitation jewelry is made up from designs originated by it for its 
exclusive use, and the defendant company has copied many of 
them in making up its goods; that the jig saw piercing machine 
designed and manufactured for and used by the plaintiff, two of 
which the defendant procured to be manufactured for it, is of 
great value to the plaintiff, and that the acts of defendants show 
that they intend to deceive and confuse the public to the injury 
of the plaintiff. The conclusions of law are to the effect that the 
corporate name of defendant company is so similar to the phrase 
“Jewelry of Distinction,’ by which the plaintiff's goods are iden- 
tified, that confusion and deception are liable to result from its use 
in this line of business, and that its use is wrongful as against the 
plaintiff; that plaintiff's trade-mark, ‘‘Silverite,” is valid, and that 
the use by the defendant company of “Silverine,” “Silverin,” “Dis- 
tinctive Silverine’” and “Distinctive Silverin” on its goods is wrong- 
ful as against the plaintiff; that the various designs used by the 
defendant are so similar to the plaintiff's designs as to constitute 
unfair competition; that the means by which the defendant com- 
pany sought to copy the plaintiff's designs in connection with the 
other acts of the defendants were unfair, and that the defendant’s 
use of order blanks, tags, labels and billheads specified in the com- 
plaint constitutes unfair competition; that as against the defendants 
the plaintiff is the owner of and entitled to the exclusive use of 
the patterns for which the iron jig saw piercing machines are 
made; that plaintiff is entitled to an injunction enjoining the de- 


fendant company and its agents, servants and employees from 
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making any use whatsoever of its present corporate name in con- 
nection with the manufacture or sale of jewelry, and likewise 
enjoining the use of the names “Silverine,’ “Silverin,’ ‘Dis 
tinctive Silverine” or “Distinctive Silverin’” or any other name 
that is a colorable imitation of the plaintiff's registered trade-mark, 
and enjoining the use of the order blanks, tags, labels and bill- 
heads specified in the complaint, and enjoining the use of any 
designs, patterns, tools or machines, knowledge or possession of 
which was unfairly or fraudulently obtained from the plaintiff, and 
particularly the saw piercing machine; that plaintiff is entitled to 
recover of the defendants the damages sustained by it from such 
unlawful acts of the defendants, including all profits received by 
the defendants by reason of said acts, together with its cost and 
disbursements, and to the appointment of a referee to ascertain 
and assess such profits and damages if the plaintiff shall be so 
advised, and entry of judgment in accordance with the decision 
is directed. The judgment enjoins the defendant company, its 
officers, directors, agents, servants and employees and all persons 
acting for it from any use whatsoever of its corporate name or 
any phrase colorably similar to the phrase “Jewelry of Distinction” 
in connection with the manufacture or sale of jewelry, and from 
the use in connection with such manufacture or sale of “Silverine,”’ 
“Silverin,’ “Distinctive Silverine” or “Distinctive Silverin” or any 
name that is a colorable imitation of the plaintiff's registered trade- 
mark, and from the use of the orderblanks, labels and billheads 
specified in the complaint, and from any use of designs, patterns, 
tools or machines, knowledge or possession of which was unfairly 
or fraudulently obtained from the plaintiff and from any use of 
the jig saw piercing machine; and it further adjudged that the 
plaintiff recover its damages, including all profits received by de- 
fendants from said unlawful acts, and a referee was appointed to 
ascertain and report said damages and profits, and for the costs 
of the action as taxed, and that plaintiff have leave to apply at 
the foot of the judgment for other and further relief. 

There is no evidence that the plaintiff has sustained any dam- 


ages from the acts of the defendants or that the defendants have 
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derived any profits from the acts adjudged to be unjust competition ; 
there was, therefore, no basis for the appointment of a referee 
and those provisions of the conclusions of law and of the judgment 
must be stricken out. 

It is contended in behalf of the appellants that their corporate 
name, being wholly dissimilar from that of the plaintiff, is lawful 
and that the use thereof cannot be enjoined; that the words “Jew- 
elry of Distinction” and the other words and phrases, the use. of 
which has been enjoined, are words in common use, to the use of 
which everyone is entitled and with respect to which none may 
acquire an exclusive right, and that it has not been shown that they 
have acquired a secondary meaning as identifying the plaintiff's 
business or goods, and that, therefore, the plaintiff is not entitled 
to an injunction against their use by the defendants. In so far as 
the judgment is against the individual defendants in their indi- 
vidual capacities there appears to be no evidence warranting it 
with respect to one or two of them, but the appeal was taken by 
the defendants jointly and no distinction was made upon the argu- 
ment or in the points between the plaintiff's rights as against th: 
corporation and against the individual defendants. 

We think it may fairly be inferred from the evidence that 
the phrase “Jewelry of Distinction” has acquired in the trade a 
secondary meaning as indicating the imitation jewelry manufactured 
and sold by the plaintiff, and that the trade-name and trade-mark 
“Silverite’” was coined or adopted by the plaintiff to identify the 
imitation jewelry manufactured by it, and that the corporate name 
of the defendant company was selected and the words and phrases 
used by it, the use of which has been enjoined, were adopted and 
used in bad faith in the hope and expectation that thereby the 
defendant company would obtain some undue benefit and advantage 
from the extensive advertisement at great expense by the plaintiff 
of its imitation jewelry as hereinbefore stated, and that such use 
by the defendant company of the corporate name selected by it 
and of the said phrases and words adopted by it were calculated 
and intended to deceive the public into buying the defendant com 


pany’s imitation jewelry in the belief that it was manufactured 
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by the plaintiff, and that unless enjoined, such use by the de- 
fendant company of its corporate name and of said words and 
phrases would have that effect. In such cases it is well settled 
that the use by a party of a corporate name or of fanciful or 
descriptive phrases or words under which goods manufactured and 
advertised by another have become known in the trade and which 
use is intended and calculated to result in unfair competition, even 
though the corporate name, phrases or words are not such that 
one party may obtain an exclusive right to the use thereof as a 
trade-name or trade-mark, may be enjoined on the theory that the 
name, phrases or words have thus acquired in the trade a secondary 
meaning as identifying the business or goods of the party first 
using them (Higgins Co. v. Higgins Soap Co., 144 N. Y. 462; 
Vulcan v. Myers, 1389 N. Y. 367; De Long v. De Long Hook & 
Eye Co., 96 N. Y. 899; Oneida Community v. Oneida Game Trap 
Co., 168 App. Div. 769 [5 T. M. Rep. 316]; Kayser v. Italian Silk 
Co., 160 App. Div. 607 [3 T. M. Rep. 405]; German-American 
Co. v. Heymsfeld, 170 App. Div 416 [6 T. M. Rep. 87]; Fisher 
v. Blank, 188 N. Y. 244; New England Awl & Needle Co. v. Marl- 
borough, Etc., Co., 168 Mass. 156; Florence v. Dowd, 179 Fed. 
75; Shaver v. Heller & Merz, 108 Fed. 821; Lalance § Grosjean 
Mfg. Co. v. Nat. Enameling §& Stamping Co., 109 Fed. 3817; 
Sazlehner v. Siegel Cooper, 179 U.S. 42; Elgin Co. v. Illinois Co., 
179 U. S. 665; French Republic v. Saratoga Co., 191 U. S. 485; 
Florence Mfg. Co. v. Dowd, 178 Fed. 73; Merriam v. Saalfield, 
198 Fed. 3869 [2 T. M. Rep. 443]; Allen v. Walker & Gibson, 
233 Fed. 230 [6 T. M. Rep. 496]; Keasby v. B’klyn Chem. Works, 
142 N. Y. 467; Samuels v. Spitzer, 177 Mass. 226; Fuller v. Huff, 
104 Fed. 141; Nat. Cloak & Suit Co. v. Londy & Friend, 211 Fed. 
760 [4 T. M. Rep. 266]; Hatzler v. Goshen Churn & Ladder Co., 
55 Ind. Ap. 455; Bickmore Gall Cure Co. v. Karns, 134 Fed. 833; 
Wirtz v. Eagle Bottling Co., 50 N. J. Eq. 164; Standard Paint 
Co. v. Rubberoid Roofing Co., 224 Fed. 695 [5 T. M. Rep. 207]). 

The learned counsel for the appellant contends that the plain- 
tiff never advertised its goods as “Jewelry of Distinction’ alone, 


and that that phrase was always preceded by the word ‘“Fishson’’ 
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in large type; but in that he is in error, for there is evidence that 
the plaintiff's goods were so advertised without the phrase being 
preceded by ‘‘Fishson.” It is also contended that there is no 
evidence that the plaintiff's goods were called for or sold under 
the names, phrases and words enjoined, and that the designs and 
prices were the controlling factors in the sales; but it is a reason- 
able inference from the manner in which the plaintiff's goods were 
advertised and in which the attention of customers were drawn 
thereto by signs in the retail stores that its goods must have become 
known to some extent at least by the names, phrases and words 
under which they were advertised. It is also argued that there 
could not be unfair competition or confusion for the reason that 
the plaintiff sells to the retail trade and the defendant company 
sells only to the wholesale trade, namely, to jobbers and depart- 
ment stores, but the conclusion claimed does not follow, for the 
goods of the defendant company must ultimately reach and be 
sold in the retail trade. 

The injunction in so far as it relates to the corporate name 
of the defendant company only enjoins the use of the corporate 
name in connection with the manufacture or sale of jewelry. It is 
not suggested that the defendant company could continue the use 
of its corporate name in this line of business and that unfair com- 
petition with the plaintiff could be avoided by requiring in con- 
nection with the use of the corporate name a prefix or suffix which 
would show that it had no relation to the plaintiff or its business, 
and therefore there is no occasion for modifying the judgment in 
that regard. 

It follows that the conclusions of law and judgment should be 
modified by eliminating therefrom the provisions for the recovery 
of damages and profits received by the defendant, and as modified 
affirmed, without costs. 


All concur. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Appeal 


Ropertson, C.: A petition for an appeal from the decision of 
the Examiner of Interferences denying a motion to suppress de- 
position was denied. The action of the Examiner can be reviewed 
on final hearing. Such is the established practice. (Deitsch Bros. 
v. Loonen, 181 O. G. 2146.)' 


Cancellation 


Rospertson, C.: In view of the pendency in the United States 
District Court for the Northern District of Illinois of a suit of the 
Chicago Pneumatic Tool Company v. Keller Pneumatic Tool 
Company, proceedings on cancellation were suspended, the suit 
having been pending before the cancellations were begun and in- 
volving the same marks. See Palestine Hebrew Wine Co. v. Car 
mel Wine Co., 1212 O. G. 287. In the case of the Standard Brew- 
ing Company v. Interboro Brewing Company [6 T. M. Rep. 189}, 
cancellation was first filed and the petitioner had completed his 


prima facie proof before the equity suit was begun.” 


FenninG, A. C.: An application was filed to register the 
trade-mark, a monogram of “Y. D.” for cigars. The petitioner 
established prior use and the cancellation was granted. The peti- 
tioner began to sell “Yankee Division” or “Y. D.” cigars in 1918 
and the trade-mark “‘Yankee Division’”’ was registered in 1919 for 
petitioner at his request by the manufacturer. (No. 125, 485.) 
The labels show both “Yankee Division” and “Y. D.” The evi- 
dence of prior use was sufficient.” 

1 Budweiser Malt Prod. Co. v. Anheuser Busch, Inc., 1388 Ms. Dec. 238, 
June 24, 1921. 

? Keller Pneumatic Tool Co. v. Chicago Pneumatic Tool Co., 138 Ms. 
Dec., 147, May 24, 1921. 


*United Retailers, Inc. v. Panteli Hector, 188 Ms. Dec. 275, July 1, 
1921. 
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Conflicting Marks 


Fennine, A. C.: An application was filed to register the 
trade-mark “Havesome’”’ for cocoa, the applicant claiming use since 
1915. The opponent claimed use of “Drinksum’’ on coffee since 
1915 and ‘“‘Drinksome” on tea, cocoa and chocolate since 1906. 
The proof shows use prior to that of applicant. Coffee and cocoa 
are the same class of goods. (Walter Baker §& Co. v. Harrison, 
1909 C. D. 284.) 

The ideas are so similar that confusion is likely to arise, al- 
though they are not alike in sound or appearance. There may be 
no actual confusion, when one is used on coffee and one on cocoa, 
but confusion would be likely if both were used on the same goods. 
The decision of the Examiner of Interferences dismissing the op- 
position is reversed.* 


Fennino, A. C.: An application was filed to register ‘“Snow- 
cream” for a lard substitute. It was opposed on the ground of con- 
flict with ““Snowdrift’, used for the same goods. The opposition 
was dismissed. ‘“Snowdrift’ and “Snowflake” have both been used 
before the use by the opponent. “‘Snow”’ is a common word, there- 
fore, the suffix must distinguish the marks. If the trade can dis- 
tinguish between “Snowflake” and “Snowdrift’’, it can also dis- 
tinguish between “‘Snowdrift’” and “Snowcream’’. Dismissal af- 


firmed.” 


FenninG, A. C.: An application was filed to register “Yellow 
River’ as a trade-mark for a soft drink. Opposed by owner of the 
“Green River” trade-mark, which was previously used. The marks 
are likely to be confused and any doubt must be resolved in favor 


of the earlier user.® 


Rosertson, C.: An application was made to register the 
trade-mark “Soapolin’” for liquid soap. It was opposed on the 


ground of conflict with “Sapolio”. The opposition was dismissed 


*Arbuckle Bros. v. Bartlett Company, 138 Ms. Dec. 297, July 9, 1921. 
*>Southern Cotton Oil Co. v. Patrick-Young Co., 138 Ms. Dec. 296, 
July 9, 1921. 


*Schoenhofen Co. v. Paulos, 138 Ms. Dec. 274, July 1, 1921. 
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by the Examiner of Interferences. There is no claim of imitation 
of the package, wrapper, container or material. The case is not 
free from difficulty, but there is no such doubt as would justify sus- 
taining the opposition. The word “Soap” is common property. 
The applicant’s mark has been used since 1917 with no proof of 
confusion and no effort made to stop it, facts which indicate a lack 
of deceptive similarity.’ 


Rosertson, C.: An application was filed to register the 
trade-mark “Hava” for biscuits. It was opposed on the ground of 
conflict with “Uneeda’. It was contended that the words have 
the same meaning, though they are neither in sound nor appearance 
the same, and each conveys a suggestion to purchase. Precedents 
were relied upon of court decisions enjoining “Iwanta’, “Eta”, 
“Uwanta” and “Abetta’’, but these involved unfair competition in 
imitation of packages, wrappers and labels. Motion to dismiss was 


properly granted and is affirmed.° 


Descriptive Marks 


Rospertson, C.: “Hold Shape” as a trade-mark for shoes is 
descriptive. The “Holeproof’’ Case (172 Fed. Rep. 859), can be 
distinguished. In that case, the word “Holeproof” was shown to 


have acquired a secondary meaning.® 


Interference 


Wuiteneap, A. C.: Interference between a trade-mark con- 
sisting of a “blue band running along the surface of the belting, 
parallel to the edges thereof”, for rubber and fabric belting, and a 
registration of the Goodyear Tire & Rubber Company of a trade- 
mark for tires, consisting of a blue circumferential band midway of 
the tread (No. 85,434); also registration of a trade-mark for hose, 
consisting of the words “Blue Streak” and a blue longitudinal stripe 


"Enoch Morgan’s Sons Company v. Sanitary Products Co., 138 Ms. 
Dec. 230, June 20, 1921. 


* National Biscuit Co. v. Pennsylvania Baking Co., 138 Ms. Dec. 229, 
June 20, 1921. 


* Ex parte, Wise, Show & Feder Co., 138 Ms. Dec. 196, June 4, 1921. 
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(No. 112,099); also application for the registration of the trade- 
mark “Blue Streak’’ for rubber hose (No. 111,518); also applica- 
tion for same mark for belting (No. 119,059). Motion by both parties 
to dissolve the interference, by the first party on the ground that the 
decision in an opposition in its favor had become final, and by the 
second party on the ground that there was no conflict between the 


mark used on the rubber hose and vehicle tires by that party, and 


the mark applied for on belting. No reference is made in the 


motion to the last named application for belting. The Examiner 


granted the motion of the first party and denied the motion of the 
second party. 

The opposition involved the application of the Goodyear Tire 
& Rubber Company for a blue stripe, streak or band, for belting. 
This was opposed by the Gutta Percha & Rubber Mfg. Co. on the 
ground of prior use of a blue stripe for belting. The opposition 
was sustained and the decision has become final. The Examiner 
held that the right to register the words “Blue Streak’’, or their 
alternative, the representation of a blue stripe was decided in this 
opposition, also in the case of the Gutta Percha & Rubber Mfq. Co. 
v. Ajax Mfg. Co. (259 O. G. 184 [9 T. M. Rep. 70]). He also 
held that rubber hose, rubber tires and rubber belting are all goods 
of the same descriptive properties and therefore that the Goodyear 
Tire & Rubber Company was not entitled to register the trade-mark 
“Blue Streak” for rubber hose and rubber belting. 

It was argued on the appeal that the first party’s appeal should 
be dismissed, since it appeals only from the reasons of the appeal, 


having itself moved to dissolve the interference. The motion here 


of the second party is in effect an allegation that the doctrine of 
res adjudicata does not apply, because the goods are different from 


the goods in the prior opposition. The decision holds in effect 


that the second party cannot register the marks for which it has 
applied and is not entitled to the registration it has. 


Its appeal, 
therefore, is well taken. 


In view of the fact that the interference will have to be con- 
tinued as to the other applications, it is better not to dissolve the 
interference as to applications for the words “Blue Streak” and 
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give opportunity to take testimony as to whether the symbol and 


words are regarded in the trade as true alternatives.’° 


Coutston, A. C.: Renewal of trade-mark No. 19,393, dated 
April 21, 1891. This trade-mark was in interference and an ad- 
verse judgment was rendered by default. The interfering mark 
was registered, but afterward cancelled on the petition of the owner 
of this mark, to whom the adverse party conceded priority. Before 
this renewal can be made, however, the interference must be re- 
opened on notice to the adverse party and the judgment set aside 
on the ground disclosed in the cancellation proceeding."' 


Ropertson, C.: Petition to reopen interference. In view of 
the cancellation of the mark which was in interference with Wood- 
year, it has been eliminated and no interference in fact exists. 
Even if it were not cancelled, both are now registrants and there 
is no provision for interference between registrants. The petition 
is denied.** 


Wuireneap, C.: On petition. Trade-mark for whipping- 
powder. Petition for review of action refusing to dissolve inter- 
ference. Dissolved as to Press, since Examiner has already held 
that his goods are of different descriptive properties from Whitman 
& Sons, and this is so. 

“The interference should also be dissolved as to the opposition 
of Gorham, since it appears that his application for registration had 
been refused in view of an opposition proceeding, the decision in 
which, however, was not rendered until after the decision of inter- 
ference.’’** 

Coutston, A. C.: On petition. It is requested that the de- 
cision of the Examiner of Interferences be set aside, in which he 
reopened an interference after judgment had been awarded on the 


* Gutta Percha & Rubber Mfg. Co. v. Goodyear Tire & Rubber Co., 
135 Ms. Dec. 297, July 2, 1920. 

“ Ex parte, Wm. E. Woodyear, 138 Ms. Dec. 8, March 17, 1921. 

* Northwest Elevator & Mill Co. v. Woodyear, 138 Ms. Dec. 248, June 
28, 1921. 


* International Company v. Gorham v. Press v. Whitman & Co., 136 
Ms. Dec. 411, November 16, 1920. 
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record. No appeal lies from such a decision (O’Brien v. Gale v. 
Zimmer v. Calderwood, 133 O. G. 514). Petition lies only for 
abuse of discretion and there is no improper exercise here. The 


matter can best be disposed of by allowing testimony to be taken."* 
Lack of Use 


Mann, C.: Petition from the refusal of an application be- 


cause there was no trade-mark use. The trade-mark was claimed 


for books containing print form letters, but the book indicates that 
the letters are only ancillary to a contract for the collection of bad 
debts. Case is remanded to the Exami 


ner to get full information 
as to the manner of use of the mark.’ 


Fennina, A. C.: The answer to the notice of opposition 
shows that applicant had never used the mark in interstate com- 
merce at the time applicant filed application. The application has. 
therefore, no standing in the Office, and the Office has no jurisdic- 


tion over it. The opposition was dismissed.'® 


Not a Trade-Mark 


Wuireneap, C.: On petition. By decision of June 20, 1919. 


it was held doubtful whether tire users would accept the applicant's 
mark as a mark denoting origin, and registration was refused unless 
it was shown that the mark was so accepted by the trade. The 
affidavits submitted for that purpose are insufficient and the gray 


band is not arbitrary, but is a result of construction and is therefore 
not registrable as a trade-mark.”' 


Proof of Succession 
Rospertson, C.: It appears from the interference that the 
latter party is the successor by consolidation of the former. It is 
4U. S. Pencil Co. v. Wahl Adding Machine Co., 137 Ms. Dec. 275, 
January 26, 1921. 
* Ex parte, National Creditors Publicity Association, 137 Ms. Dec. 453, 
March 8, 1921. 
** Ralston Purina Co. v. Purity Oats Co., 138 Ms. Dec. 299, July 9, 1921. 


“Ex parte, Goodyear Tire & Rubber Co., 137 Ms. Dec. 205, January 
12, 1921. 
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requested that the certificate of the Secretary of State to that effect 
be filed for record in the Assignment Division of the Patent Office. 
The proceeding will then be terminated on request and the certifi- 
cate issued in the name of the Louisville Food Products Co.** 


Proper Names 


Fennina, A. C.: An application to register the trade-mark 
“Du Pont” above a fanciful design resembling a coat of arms, on 
which are the letters ““D. P.” was opposed by one whose name is 
du Pont, on the ground that the mark was merely a proper name. In 
this case, the presence of the coat of arms emphasizes the surname 
feature of the mark. Applicant may have a common-law right to 


this mark, but it cannot be registered under the statute (238 Fed. 
Rep. 89).’° 


Reconsideration 


Wuiteneap, C.: Trade-mark opposition. Since the decision 
of November 4, 1920, remanding case to Examiner for further pro- 
cedure, a request was received as to what further procedure was 
necessary. 

The decision pointed out that, to sustain opposition, it must be 
held either that the grounds were a bar to registration, although no 
proof was offered, or that applicant had discontinued shield, which 
it had not. Give the opponent an opportunity to proceed as he saw 
fit, so that the question of his right to register the mark with repre- 


sentation of shield can be determined. Request for reconsideration 
denied.*° 


WuirtenHeapD, C.: On petition by the opponent that the appli- 
cation be remanded to the Examiner for further consideration. The 


mark applied for was originally refused by reason of a prior regis- 


* Louisville Soap Co. v. Louisville Food Products Co., 138 Ms. Dec. 
217, June 13, 1921. 
* Trenee du Pont v. The Ginter Company, 138 Ms. Dec. 277, July 7, 
1921. 
Ulmer Leather Company v. U. S. Rubber Co., 136 Ms. Dec. 416, 
November 18, 1921. 
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tration which it appears had been assigned of record to the op- 
ponent. Upon filing by the applicant, however, of a later assign- 
ment by the registrant to the applicant, the mark was passed for 
publication and when published was opposed by the opponent, the 
record owner of the prior registration. Held that the opponent 
should not be put to the expense of taking an opposition and prov- 
ing its title to the mark until the applicant had established ex parte 
that the mark is registrable, and that the assignment of the appli- 
cant, erroneously admitted, but which conveyed no rights, leaves 
the application precisely where it was when it was originally re- 
jected.” 


Return of Fee 


Rosertson, C.: A letter of abandonment, signed by the ap- 
plicant after an opposition is filed and agreed to by the opponent, 
terminates the proceeding, but the fee on appeal already paid can- 
not be recovered because it was not paid by mistake.** 


Kinnan, A. C.: An application was filed to register the trade- 
mark “Gargoyle” for cotton piece goods and was opposed by the 
owner of the mark for petroleum products, on the ground that the 
mark was known the world over as that of the opponent and that 
anything sold under this mark would be supposed to be theirs and 
user would benefit by the reputation of the Vacuum Oil Company. 


The damage to the reputation in this case was too remote and op- 
position was dismissed.** 


* Pitcairn Varnish Co. v. Wm. Enders Mfg. Co., 186 Ms. Dec. 119, 
September 22, 1920. 


* Dunham Co. v. Cultitractor Co., 138 Ms. Dec. 85, April 25, 1921. 
** Vacuum Oil Co. v. Gargoyle Textile Corp., 1388 Ms. Dec. 381. 
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STANDARD Ort Co. or New York v. Feperat Trape ComMMISSION 


Texas Orn Company v. FeperaAL TrAapE CoMmMIssION 
(273 Fed. Rep. 478) 


Circuit Court of Appeals of the Second Circuit 
May 11, 1921 


Trape-Marks AND Uwnratir Competirion—Feperat Trap—E CommMission— 
Appeat—Lease to Reratmers or Trape-Markep Pumps ror Sup- 
PLYING Pusiic Exciusivery wirn Peririoners’ Oi. nor UNFarr 
ComPetITION— REVERSAL. 

Petitioners, who each leased to numerous oil retailers throughout 
the county pumping devices bearing the formers’ trade-marks, on 
condition that only the respective products of the lessors should be 
sold therefrom, were not violating the Trade Commission Statute, com- 
peting unfairly or tending to monopoly, the system employed being 
keenly competitive, advantageous to the public and economical; and 
the orders of the Federal Trade Commission complained of are re- 
versed. 


Separate petitions by the Standard Oil Company of New York 
and by the Texas Company against the Federal Trade Commission 
to have set aside orders of the Commission separately entered 
against both petitioners. Orders reversed. 


“Petitions praying that orders of the Federal Trade Commission sepa- 
rately entered against both petitioners dated April 27, 1920, be set aside. 
These litigations are the local fraction of upwards of 25 proceedings 
brought by the Commission against persons and corporations in widely 
separated regions, but all transacting the business of selling and distribut- 
ing refined petroleum, and especially gasoline suitable for the engines of 
motor cars. The testimony in these two cases is the same and the plead- 
ings and orders are alike, except for names. 

“In September, 1919, the Commission complained against these peti- 
tioners that for more than four years previously they had been engaged 
in business, or had been conducting their business, in the manner set forth 
in the findings of fact made after the taking of voluminous evidence. Such 
findings may be thus summarized (omitting such formal matters as incor- 
porations and the like): 

“(1) Petitioners produce and sell refined oil and gasoline, but are not 
engaged in the manufacture of oil pumps, storage tanks, and containers 
(hereinafter collectively called ‘devices’). 

“(2) They have been and are engaged in the leasing and loaning of 
devices, and they also maintain numerous storage stations for oil and 
gasoline in various states, which stations are replenished by shipments 
from petitioners’ refineries, and the oil so stored is sold and delivered from 
said stations to retail dealers in the several states. 

“(3) Each petitioner has leased and is now leasing, to retailers of its 
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own gasoline, devices to be used by such retailers, and in so leasing peti- 
tioners have made and are now making contracts or leases with the retailers 
obtaining devices, under which any given retailer agrees to use his leased 
device solely for the purpose of storing and vending the product of what- 
ever petitioner furnished him with the device. 

“(4) The rental or charge to such retailer for any petitioner’s device 
is nominal, and does not afford a reasonable profit or return to the furnish- 
ing petitioner, considering the value of a device, which petitioners procure 
by buying from manufacturers thereof. 

“(5) Petitioners have furnished and are furnishing devices to retailers 
only upon condition that each lessee uses his leased device only for the pur- 
pose of storing and selling therefrom the goods of the lessor. 

“(6) A majority of the retailers so leasing devices require in their 
business only a single device, though others may and do procure from each 
of several dealers in oil a leased device, and use them all, provided that 
each device is used only to facilitate the distribution of the lessor’s product. 

“Upon the fact findings, substantially stated above, orders have been 
based, entered April 27, 1920, whereby each petitioner was required to 
‘forever cease and desist from (1) directly or indirectly leasing pumps or 
tanks, or both, and equipment for storing or handling petroleum products 
in furtherance of its petroleum business, at a rental which will not yield 
to it a reasonable profit on the cost of same after making due allowance 
for depreciation; (2) entering into contracts or agreements with dealers in 
its petroleum products or continuing to operate under any contract or 
agreement already entered into whereby such dealers agree or have an 
understanding that, as a consideration for the leasing to them of such 
pumps and tanks and their equipment, the same shall be used only for stor- 
ing or handling the products of (the oil dealer proceeded against). 

“It is evident, and is admitted, that these cases and all the others 
above alluded to are designed by Trade Commission to break up the pres- 
ent well-known system of distributing and selling gasoline by ‘kerb pumps,’ 
unless the pump furnishers or lessors will agree that anybody’s gasoline 
may be stored in and sold from pumps belonging to and furnished by a 
particular dealer.” 


In equity. Appeal from orders of the Federal Trade Com- 
mission. 


Martin Carey and Peter M. Speer, both of New York City, 
for Standard Oil Co. of New York. 

Edwin B. Parker and James L. Nesbitt, both of New York 
City, for Texas Co. 

Adrian F. Busick and Eugene W. Burr, both of Washington, 
D. C., for the Federal Trade Commission. 


Before Rogers, Hoven, and Manton, Circuit Judges. 
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Hoven, Circuit Judge (after stating the facts as above): As 
the matter has not been argued, we have not referred to and will 
not dwell upon the pleadings put forth by the Commission, and 
assume, but not hold, that they comply with the rules suggested, if 
not prescribed, by Federal Trade Commission v. Gratz, 253 U. S. 
427, 40 Sup. Ct. 572, 65 L. Ed. 993 [9 T. M. Rep. 409]. In the 
language of the statute, we think the “findings of the Commission 
as to the facts are supported by testimony,” so far as they go. But 
there are other facts thoroughly proven, admitted at bar, and aid- 
ing discussion.. 

Every pumping station is an advertisement; each bears the 
name of the oil producer whose gasoline is supplied therefrom, if 
the retailer honestly observes his bargain. The system is a great 
convenience to the public; it has increased enormously the ease with 
which motor drivers may obtain “gas” even in remote and thinly 
settled districts. It is the only method known or suggested, of 
keeping before the consuming public the oil manufacturers’ trade- 
mark, and it has largely succeeded the system of distributing oil in 
barrels, which barrels bore the maker’s trade-mark and were prac- 
tically loaned to the vendees, to be returned empty. 

The choice between owning and leasing pumps depends upon 
the extent of the retailer’s business and the amount of his capital. 
The majority of small dealers have small capital, and therefore 
lease rather than buy. It is perfectly possible to buy from the 
same manufacturers who supply to the oil dealers the pumps leased 
by the latter. The competition between the various oil-selling 
persons and corporations is and has been very keen; each is de- 
sirous of extending the sale of his own brand, and the system of 
leased pumps, each bearing the trade-mark or trade-name of its 
lessor, is regarded by many, though not all, wholesalers as a profit- 
able form of advertisement. There is no agreement, combination, 
or arrangement between the various wholesale lessors as to parcel- 
ing out territory or abstaining from supplying pumps to a com- 


munity already supplied by another wholesaler. 
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By these facts three questions of law are presented: 

(1) Is the system outlined an “unfair method of competition 
in commerce,” the prevention of which would be “to the interest of 
the public.” Section 5, Trade Commission Act, 38 Stat. 719 
(Comp. St. § 8836e). 

(2) Is the above-stated method of leasing unlawful under 
Section 3 of the Clayton Act (Comp. St. § 8835c), whereof the 
language here important is noted in the margin?’ 

(3) Does the business here involved amount to interstate 
commerce ? 

Whatever may be the exact meaning or extreme scope of the 
still novel phrase “unfair method of competition,” it is settled that 
it is for the courts and not the Commission to determine as matter 
of law what is and what is not included in the phrase. Federal, 
etc., Commission v. Gratz, supra. And this rule is not avoided 
by stating as a finding of fact what is a mere conclusion of law. 
New Jersey, etc., Co. v. Trade Commission (C. C. A.), 264 Fed. 
509. 

The Commission justifies the order complained of by looking 
to the future rather than at the present—a position summed up in 
argument as follows: 


“The loaning practice restrains competition and tends toward mo- 
nopoly, for the reason that it destroys the freedom of solicitation for busi- 
ness which the oil distributor would otherwise have. The gratuity which 
the practice confers removes the opportunity for competition, because it 
ties tens of thousands of individual retailers to the oil-distributing corpora- 
tions which engage them.” 


The Commission, looking forward, sees in the present highly 
competitive business of the various wholesalers a seed which will 
in time produce the fruit condemned in Patterson v. United States, 
222 Fed. 599, 188 C. C. A. 123, where the court held: 


*“It shall be unlawful for any person engaged in commerce, in the 
course of such commerce, to lease * * * machinery * * * or other com- 
modities * * * for use * * * on the condition * * * that the lessee * * * 
shall not use or deal in the goods * * * of a competitor * * * of the 
where the effect of such lease * * * may be to substantially 


lessen competition or tend to create a monopoly in any line of commerce.” 
38 Stat. 731. 


a ee 


lessor, 
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“For one competitor to exclude all or substantially all other competi- 
tors from such opportunity—i. e., drive them from the field of freely offer- 
ing their goods, so as to have that field to himself—is to monopolize accord- 
ing to the legal and accurate sense of the word.” 


Applied to the present case, this means and is admitted to 
mean that since most retailers do a small business they need only 
one pumping device; wherefore the first wholesaler who furnishes 
a free pump has monopolized the business of that retailer and so 
unfairly competed with all other wholesale dealers. 

We think this reasoning confounds commerce with convenience, 
besides introducing into trade an element of unfairness, and indeed 
dishonesty. There is no contract, agreement, or understanding by 
which any retailer is prevented from selling any brand of oil, and 
he can own or lease as many pumps as he likes or can use. It is 
unfair and dishonest to give out from a pump bearing one brand 
another maker’s oil, and all that secures any one retailer’s trade 
for any one wholesaler is the amount of business the retailer can 
gather from the community. 

It is possible, when any system of distributing an article of 
prime necessity and enormous consumption is well established, that 
temptation arises for competing distributors to enter into treaties 
regulating prices, classifying customers, or dividing the area sup- 
plied into spheres of influence—one sphere for each distributor. 

It may be admitted that one function of the Trade Commission 
is to discern and suppress such practices in their beginning; but a 
thing exists from its beginning, and it is not a conclusion of law 
from any facts here found that a system which at present is keenly 
competitive, extremely advantageous to the public, and, in the 
opinion of a majority of the competent witnesses, economical, is at 
present unfair to any one or unfair because tending to monopoly. 
A tendency is an inference from proven facts, and an inference 
from the facts as found by the Commission is a question of law for 
the court. As matter of law there is at present no violation of the 
Trade Commission statute; therefore the first of respondent’s con- 
tentions cannot be sustained. 
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For substantially the same reason the leases of these peti- 
tioners do not violate Section 3 of the Clayton Act; i. e., the effect 
of their leases is not “to substantially lessen competition or tend to 
create a monopoly in any line of commerce.” We note Cocoa-Cola 
Co. v. Butler (D. C.), 229 Fed. 224 [6 T. M. Rep. 206], as con- 
taining a valuable commentary on this section of the Clayton Act, 
and the facts of that case are suggestive of the advantages to the 
public in being reasonably able to rely upon getting the “‘gas’’ he 
pays for out of any trade-marked pump. 

It is, of course, true that if the trade or business under con- 
sideration is not interstate commerce the Commission had no juris- 
diction. We express no opinion on this point; but because, as mat- 


ter of law, no unfair method of competition has been shown, and no 


violation of the Clayton Act, the orders complained of are reversed. 


Armour & Co. v. LovisviLLeE Provision Co. 
(275 Fed. Rep. 92) 


United States District Court, Western District of Kentucky 


January 22, 1921 


Trave-Marks and Unrarir Competition—Worp “Star” anp Device or Star 

AND “SourHERN Star” oN SimiLar Goons. 

In an action for trade-mark infringement and for damages, the 
plaintiff, which had adopted and used for many years as a trade-mark 
for hams and bacon the word “Star” and the device of a star, is not, 
in the absence of evidence of confusion or of general or specific damage 
suffered, entitled to an accounting or to an injunction as against the 
defendant, which later adopted as its trade-mark for similar goods the 
words “Southern Star” and the device of a star. 

Trave-Marxs AND Unrair Competirion—Wuar Is a 

THE Worp “Star” or THE Device OF 

Mark—Dismissat. 

No mere word, unless it per se indicates the origin of the merchan- 
dise or other property upon which it is placed, or has by use acquired 
a secondary meaning, can be appropriated as a trade-mark. The word 
“Star” alone, without other indication of origin, being a word in com- 
mon use, cannot be appropriated as a trade-mark, especially as it may 


simply indicate a high grade of quality, and is therefore descriptive of 
the goods. 


Trapve-Mark—Can 
A Star Be a Vauip Trape- 





Nee. 
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In equity. Suit to restrain infringement of trade-mark and un- 
fair competition. Bill dismissed. 


Helm Bruce and Bruce & Bullitt, all of Louisville, Ky., and 
A. B. Stratton and Offield, Towle, Graves & Offield, all of 
Chicago, Ill., for plaintiff. 

Humphrey, Crawford, Middleton & Humphrey, of Louisville, 
Ky., for defendant. 


Water Evans, District Judge: The bill of complaint was 
filed August 21, 1918. It alleges that the plaintiff, Armour & Co., 
and the partnership of the same name, which it succeeded, has, 
since 1871, been engaged in the business of preparing, putting up, 
and packing meat products including hams and bacon, at Chicago, 
Ilt., and elsewhere in the United States, and selling and distribut- 
ing such meat products through its various agencies in Chicago 
and elsewhere throughout the United States, and particularly 
throughout the state of Kentucky and the western district thereof. 

It is further alleged that about the year 1877, the partnership 
styled Armour & Co., in good faith and without knowledge of any 
prior rights, had adopted as their trade-mark the symbol of a star, 
and also as an alternative the word “Star,” and that thereafter 
Armour & Co. used that trade-mark continuously upon hams and 
bacon of high quality throughout the United States, until that 
partnership was succeeded by the plaintiff corporation, and it avers 
that that trade-mark, as associated with hams and bacon, was well 
known as the trade-mark of the plaintiff and its predecessor. Plain- 
tiff further avers that, by virtue of its acquiring the going business, 
good will, assets, and trade-marks known as the “Armour Star,” 
it is the sole and exclusive owner of said trade-mark, namely, the 
symbol of a star and the alternative thereof, the word “Star” as 
applied to hams and bacon, and that it has extensively exploited 
and advertised the same throughout the country, including the state 
of Kentucky. It also avers that said “Star” trade-mark has always 


been used upon hams and bacon of the choicest selection, and that 
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such hams and bacon are of the highest grades, and that the “Star’’ 
trade-mark and the good-will appurtenant thereto are of great 
value to the plaintiff. 

It is then averred that the defendant corporation was organ- 
ized in 1910, and went into the business of preparing, packing, and 
selling meat products, and became a competitor of the plaintiff; that 
it had at the time of its organization notice and was well acquainted 
with the trade-marks and brands of the plaintiff used upon its meat 
products, but that nevertheless it adopted as its trade-mark for 
hams and bacon and certain other products the symbol of a star 
associated with the word “Southern,” and adopted as the alternative 
of that trade-mark the word “Star,” also associated with the word 
“Southern,” and that the use of this trade-mark was largely un- 
accompanied by the name of the defendant. 

The plaintiff then avers that the trade-mark “Southern Star,” 
adopted and used by defendant, is a palpable infringement of the 
“Star” trade-mark of the plaintiff, and had been since the year 
1913; that such infringement continued up to the time of the filing 
of the bill, and that the sale of the meats with this brand thereon 
had been very large throughout the state of Kentucky, to the great 
damage of the plaintiff. The bill also alleges that the defendant 
had made application for the registration, as a trade-mark, of the 
word “Southern” in connection with the “Star,” but that such 
registration had been refused by the Patent Office. 

Many details were stated in the bill, which it is unnecessary 
to repeat here, with the result that the plaintiff claims that its 
trade-mark has been infringed by the defendant, to the great injury 
of the plaintiff, and also that the conduct of the defendant has been 
unfairly competitive and fraudulent as to the plaintiff’s rights in its 
trade-mark and greatly to its injury. It is thereupon insisted that 
the plaintiff is entitled to an injunction against the use by the de- 
fendant of its trade-mark, and that the plaintiff has been damaged 
to the extent of $1,000,000. 

The defendant in its answer, after admitting certain averments 
of the bill, puts in issue all its other statements. Especially does 


it do this, first, as to plaintiff's claim to the right to appropriate 
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for its exclusive use as a brand or trade-mark the word “‘star,”’ or 
any symbol thereof; second, as to the averments that the defendant 
had in any way used the brand “Southern Star’ with any purpose 
or design to deceive or impose upon the public, or any purchaser or 
user thereof, or that in fact any purchaser or user thereof had in 
any way been deceived by anything done by defendant; and, third, 
in respect to the averments that defendant had ever been guilty 
of any infringement upon plaintiff's rights, or had been guilty of 
any sort of unfair competition in respect thereto. On the contrary, 
defendant avers that during all its existence it had only used upon 
its products the plainly distinguishable words “Southern Star.” 
Much testimony was heard at the trial of the issues involved, 
and the arguments of counsel thereon were elaborate and able, 
showing careful study and much research. Nevertheless, for obvi- 
ous reasons we think we need not deal at all elaborately with those 
issues, nor with the testimony heard upon the respective sides. We 
shall therefore state (a) our conclusions generally on the issues of 


fact and (b) our conclusions, equally general, on the questions of 


law. 
The Facts 


Ist. We find the fact certainly to be that Armour & Co., alike 
while it was a partnership and since it transmuted that partner- 
ship into the present corporation, has used continuously and very 
extensively for at least 45 years and throughout the entire country, 
including Kentucky, the word “Star” in connection with the words 
“Armour & Co.,” or the word “Armour,” and also an emblem of a 
star in connection with those words upon vast quantities of its best 
hams and bacons. 


[The illustrations of the marks at issue, incorporated in the opinion, are 
here omitted, as being unnecessary to an understanding of the case.] 


2nd. That since 1910 the defendant in the state of Ken- 
tucky, with full knowledge of the use by the plaintiff of its words 
and emblem in that connection, as above explained, has itself used 


the word “Star” in connection with the word “Southern,” and to the 
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extent of about 15 per-cent. in connection also with the words 
“Louisville Provision Company,” upon its hams, bacon, and meats 
prepared in Louisville, Ky., and sold throughout that state. In 
combination therewith it also used an emblem of a star. 

3rd. We also find that Joseph M. Emmart, one of the 
organizers of the defendant company, was, at the time of its organ- 
ization, well acquainted with plaintiff's brands and the use thereof. 

4th. We find that the defendant corporation was organ- 
ized in Louisville in 1910, and that soon afterwards it begun the 
use, on bacon and hams, of the brands, samples of which we have 
already put in this opinion; that the plaintiff promptly acquired 
full information respecting those brands and defendant’s use there- 
of; that this action was brought August 21, 1918, but that notwith- 
standing these facts the testimony heard in plaintiff's behalf does 
not satisfactorily, and without mere inference or hearsay, show that 
any purchaser whatever, either for his own use or for sale to others, 
has been deceived into the use of any of defendant’s hams or bacon, 
or into any purchase thereof, as those of the plaintiff, instead of 
those of the defendant. On the contrary, the fact that no person 
of ordinary intelligence was at all likely to be so deceived by de- 
fendant’s brands and marks was shown clearly by the testimony of 
so many witnesses that further testimony on that phase of the case 
was stopped by the court when quite a score of other witnesses were 
present ready to testify for defendant to the same effect. 

In the almost entire absence of any convincing testimony from 
the plaintiff on this point, the court thought further testimony 
thereon by the defendant was unnecessary. In saying this, the 
court does not by any means overlook the testimony of the witnesses 
for the plaintiff. Quite the reverse, for we have reached these con- 
clusions after a careful study of every part of that testimony, and 
especially as it bears upon the question of infringement and unfair 
competition. Six or more of the present or former employees of 
the plaintiff testified in its behalf as to “confusion” resulting from 
the defendant’s brands. They had been sent to search for it, but, 
without excluding those parts of it which can fairly be termed hear- 


say, there is nothing of importance developed as affecting the de- 
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fendant, though “tricky retailers” (Rathbone, Sard § Co. v. Cham- 
pion Steel Range Co., 189 Fed. 33, 110 C. C. A. 596, 37 L. R. A. 
[N.S.] 258) [1 T. M. Rep. 259], may have been discovered. Other 
testimony of the plaintiff was also heard, much of which was ob- 
viously hearsay; but, remarkable as it may seem, after the lapse of 
sO many years, not one purchaser from either party to this suit 
testified that he had been in any way deceived or imposed upon by 
defendant’s brands as being those of the plaintiff. 

Certainly, taking together all the testimony of all plaintiff's 
witnesses, it does not, in our opinion, when fairly considered, in any 
way meet the demands of the onus resting upon the plaintiff, es- 
pecially in view of the explicit testimony of witnesses for the de- 
fendant and of the applicable rules of law so frequently announced 
by the Circuit Court of Appeals of this circuit in cases presently to 
be cited. Consequently we find that in Kentucky, and especially 
in this district thereof, the public have not at any time since de- 
fendant began its business been deceived into the purchase or ac- 
quisition of defendant’s products as those of the plaintiff by the 
use by defendant of its own brand or otherwise. 

5th. The plaintiff does not seem to the court to have shown, 
even prima facie, that any such general or specific damages have 
come to it from anything done by the defendant, or for which the 
latter could fairly be held responsible, as should entitle the plain- 
tiff to an accounting for damages in the premises in respect to a 
trade-mark. And indeed we rather think that nothing now is really 
insisted upon by the plaintiff, except an injunction to prevent any 
unfair competition with it by the defendant. 


The Trade-Mark 


The plaintiff in its bill frequently describes its trade-mark. It 
especially avers that in or about the year 1877 its predecessor in 
name (the partnership of Armour & Co.) in good faith, and without 
the knowledge of any prior rights or use that might conflict there- 
with, adopted as their trade-mark for hams and bacon the symbol of 


a “star,” and also adopted as an alternative for that symbol the 
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word “star.”” It shows that it, as a corporation, acquired and suc- 
ceeded to all the rights of the partnership in that trade-mark, and 
throughout the bill the description of a trade-mark is always made 
in the same terms, so that there can be no doubt that the plaintiff's 
trade-mark, as claimed and asserted by it, is the symbol of a star 
and as an alternative the word “star.” It is indeed, at least nega- 
tively, made altogether clear that the words “Armour’s Star’ in no 
way constitute the trade-mark claimed by the plaintiff. And there 
may be some point in this, inasmuch as possibly it could not well be 
that the use of the brand “Southern Star” would infringe upon the 
use of one plainly called ‘““Armour’s Star.” 

The symbol of the star and alternatively the word “star” being 
the one trade-mark claimed by the plaintiff, the question arises 
whether either the symbol of a star or the word “star” can be appro- 
priated for trade-mark purposes by any single individual. It is some- 
what remarkable that many questions pertaining to trade-marks have 
been treated so variously and with so many distinctions by the 
courts throughout our broad country that at times it is extremely 
difficult for the lower courts to determine what is to be regarded as 
settled. This situation confronts us now in respect to the claim of 
the right to the exclusive appropriation in its own trade by one 
corporation of the word “star,” one of the oldest words in human 
language (Genesis, Chapter 1, verse 16), and of its counterpart, 
the emblem of a “star.’’ So intimately connected, indeed, are a star 
and an emblem or picture thereof that we shall consider both as 
subject to the same rules of law. 

Applicable or at least somewhat illustrative cases are very 
numerous, and it would seem to be useless for a court of first in- 
stance to go extensively into a study or analysis of many of them. 
We shall therefore confine ourselves to a few cases which appear 
to be directly in point. The first of these is Galena-Signal Oil Co. 

W. P. Fuller & Co. (C. C.), 142 Fed. 1002, 1007. It decided 


the very point involved here, and clearly states the reasons there- 


for. We think those reasons are sound and should be controlling. 
On page 1007 of the report, Morrow, Circuit Judge, said: 
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“The action is limited to the charge that the defendant has infringed a 
technical trade-mark in violation of a right of property wherein the fraudu- 
lent intent is presumed. The object of the suit is to restrain a further vio- 
lation of the me ae right of property. Elgin Nat. Watch Co. v. Illinois 
Watch Co., 179 U. S. 665, 674, 21 Sup. Ct. 270, 45 L. Ed. 365. This issue 
makes it necessary to consider the nature of a trade-mark. What is it? It 
has been determined that to acquire the right to the exclusive use of 
name, device, or symbol as a trade-mark, it must appear that it was 
adopted for the purpose of identifying the origin or ownership of the 
article to which it is attached, or that such trade-mark must point dis- 
tinctly, either by itself or by association, to the origin, manufacture, or 
ownership of the article on which it is stamped. It must be designed, as 
its primary object and purpose, to indicate the owner or producer of the 
commodity, and to distinguish it ao like articles manufactured by others. 
Columbia Mill Co. v. Alcorn, 150 U. S. 460, 463, 14 Sup. Ct. 151, 37 L. Ed. 
1144. It is manifest that the pon or representation of a star cannot by 
its own meaning indicate the origin or ownership of such an article as oil. 
It can only, then, be by association that its origin or ownership can be so 
indicated. But the representation of a star is a familiar symbol, and can 
be found in every character of business and associated with all kinds of 
products and goods. Standing alone, it is not sufficiently distinctive to 
answer the requirements of a trade-mark, for the reason that it has been 
adopted by many manufacturers and producers for all kinds of articles. 
It can be found all through the Patent Office Gazette, but always in con- 
nection with some other mark or device to indicate origin or ownership. 
The symbol or device which one is at liberty to affix to a product of his 
own manufacture as a trade-mark must be one not previously appropri- 
ated, and which will distinguish the article from one of the same general 
nature manufactured or sold by others. Manufacturing Co. v. Trainer, 
101 U. S. 51, 54, 25 L. Ed. 993.” 


Had the plaintiff adopted for its trade-mark the words 
“Armour’s Star,” they might possibly have so indicated origin as 
to make it valid, but not so the word “star” or the symbol of 
“star” standing alone, for it seems to be well settled that a word in 
common use, and which does not of itself indicate origin, cannot 
be exclusively appropriated by any one as a trade-mark. And es- 
pecially would this be true of a word which, like “star,” may simply 
indicate a high grade or quality of the article upon which it is used 
—the word “‘star” in that connection very appropriately indicating 
excellence or high quality, and being, therefore, descriptive of the 
article. 

In Elgin National Watch Co. v. Illinois Watch Co., 179 U. § 


673, 21 Sup. Ct. 273, 45 L. Ed. 365, it was said of a trade-mark 
that— 
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“It may consist in any symbol or in any form of words, but, as its 
office is to point out distinctively the origin or ownership of the article to 
which it is affixed, it follows that no sign or form of words can be appro- 
priated as a valid trade-mark, which from the nature of the fact conveyed 
by its primary meaning, others may employ with equal truth, and with 
equal right, for the same purpose.” 


This view was very distinctly reaffirmed in Standard Paint Co. 
v. Trinidad, etc., Co., 220 U. S. 446, 453, 31 Sup. Ct. 456, 457, 55 
L. Ed. 536 [1 T. M. Rep. 10], as was also the proposition clearly 
announced in Canal Co. v. Clark, 18 Wall. 311, 20 L. Ed. 581, 
where it was held that— 


“A trade-mark must, therefore, be distinctive in its original significa- 
tion, pointing to the origin of the artcle, or it must have become so by 
association.” 


In Kellogg, etc., Co. v. Quaker Oats Co., 235 Fed. 657, 149 
C.C. A. 77 [6 T. M. Rep. 537], the Circuit Court of Appeals (Sixth 
Circuit) held that 





“A descriptive term, which does not indicate the origin of an article, is 
not the subject of a technical trade-mark.” 


And it may be remarked in respect to the instant case that the 
testimony heard was not sufficient to show that there had been es- 
tablished in the public mind a secondary meaning of the word 
“as. 

In American Tobacco Co. v. Globe Tobacco Co. (C. C.), 193 
Fed. 1015 [2 T. M. Rep. 187], it was held that the word “Union” 
cannot be appropriated as a trade-mark. A similar ruling upon 
the word “‘Keepclean” was made in Florence Manufacturing Co. v. 
J.C. Dowd & Co., 178 Fed. 73, 101 C. C. A. 565; the court holding 
that this union of the two words was altogether descriptive. 

In Greene, etc., Co. v. Manufacturers’ Co. (C. C.), 158 Fed. 
640, the word “stud’’ was held not to be the subject of appropria- 
tion as a trade-mark, and in Hygienic Co. v. Way, 187 Fed. 592, 70 


C. C. A. 553, it was held that the word “muffler” could not be the 
subject of a trade-mark. Many other cases of the same character 
might be cited. 
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These citations would seem satisfactorily to show that no mere 
word, unless it, per se, indicates the origin of the merchandise or 
other property upon which it is placed, or has by use acquired an 
exclusively secondary meaning, can be appropriated as a trade- 
mark thereon. This would seem to be all that need be said in this 
connection, but as possibly illustrative of the applicable reasoning 
we may cite a few cases where geographical names or the names of 
localities were unsuccessfully attempted to be established as trade- 
marks. 

In Columbia Mill Co. v. Alcorn, 150 U.S. at pages 464, 465, 
14 Sup. Ct. 152, 37 L. Ed. 1144, speaking through Mr. Justice 
Jackson, the Supreme Court said: 

“Second. The word ‘Columbia’ is not the subject of exclusive appro- 
priation under the general rule that the word or words, in common use as 


designating locality, or section of a country, cannot be appropriated by 
any one as his exclusive trade-mark. In Canal Co. v. Clark, 13 Wall. 311, 


321, it was held that the word ‘Lackawanna, which is the name of a region 


of country in Pennsylvania, could not be, in combination with the word 
‘coal,’ constituted a trade-mark, because every one who mined coal in the 
valley of Lackawanna had a right to represent his coal as Lackawanna 
coal. Speaking for the court, Mr. Justice Strong said: ‘The word “Lacka- 
wanna” was not devised by the complainants. They found it a settled and 
known appellative of the district in which their coal deposits and those of 
others were situated. At the time they began to use it, it was a recog- 
nized description of a region, and of course of the earths or minerals in the 
region. * * * It must be then considered as sound doctrine that no one 
can apply the name of a district of country to a well-known article of 
commerce, and obtain thereby such an exclusive right to the application 
as to prevent others inhabiting the district, or dealing in similar articles 
coming from the district, from truthfully using the same designation. In 
Koehler v. Sanders, 122 N. Y. 645, it was held that the word ‘international’ 
could not be exclusively appropriated by any one as a part of a trade- 
name, because the word was a generic term in common use, and in its 
nature descriptive of a business to which it pertains, rather than to the 
origin or proprietorship of the article to which it might be attached. In 
Connell v. Reed, 128 Mass. 477, it was held that the words ‘East Indian,’ 
in connection with ‘Remedy,’ placed upon bottles of medicine, were not 
the subject of a trade-mark. In that case Mr. Chief Justice Gray, speak- 
ing for the court, said ‘that it was at least doubtful whether words in 
common use as designating a vast region of country and its products can 
be appropriated by any one as his exclusive trade-mark, separately from 
his own, or some other name, in which he has a peculiar right, ” 


See, also, the interesting opinion in Apollo Bros. v. Perkins, 
207 Fed. 530, 125 C. C. A. 192 [3 T. M. Rep. 439], in which it 
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was held that the geographical name of “Nubia” could not be the 
subject of a trade-mark. In its opinion in that case (207 Fed. 
533, 125 C. C. A. 195) the court said: 


“The policy of the law is to foster and not to hamper competition, and 
it only permits a monopoly in the use of a trade-mark when it has become 
the absolute and exclusive property of the first user—good against the 
world. A geographical name can never become such property, and the 
utmost the first user can insist is that no one else shall so use it as to con- 
stitute unfair competition.” 


Unfair Competition 


We have found it impossible to escape the conclusion that the 
testimony heard is not sufficient to support plaintiff’s claim to a 
valid trade-mark; but that fact, of itself, does not bar its claim 
based on the assertion that the defendant has been guilty of unfair 
competition in connection with plaintiff's brands on hams and bacon. 
We are thus brought to the consideration of the remaining and prob- 
ably the most important of the claims asserted in this action. 

In Rathbone, Sard & Co. v. Champion Steel Range Co., 189 
Fed. 30, 31, 110 C. C. A. 600, 37 L. R. A. (N. S.) 258 [1 T. M. 
Rep. 259], the Circuit Court of Appeals of this Circuit, speaking 
through Judge Knappen, said in its opinion: 


“The rule is well settled that nothing less than conduct tending to 
pass off one man’s merchandise or business as that of another will con- 
stitute unfair competition. In Goodyear Co. v. Goodyear Rubber Co., 128 
U. S. 598, 604, 9 Sup. Ct. 166, 168, 32 L. Ed. 535, Justice Field said: ‘The 
case at bar cannot be sustained as one to restrain unfair trade. Relief in 
such cases is granted only where the defendant, by his marks, signs, labels, 
or in other ways, represents to the public that the goods sold by him are 
those manufactured or produced by the plaintiff, thus palming off his 
goods for those of a different manufacturer, to the injury of the plaintiff. 
McLean v. Fleming, 96 U. S. 245 (24 L. Ed. 828); Sawyer v. Horn (C. C.) 
4 Hughes 239 (1 Fed. 24); Perry v. Trufitt, 6 Beav. 66; Croft v. Day, 7 
Beav. 84.’ In Howe Scale Co. v. Wykcoff, Seamans v. Benedict, 198 U. S. 
118, 140, 25 Sup. Ct. 609, 49 L. Ed. 972, Chief Justice Fuller said: ‘The 
essence of the wrong in unfair competition consists in the sale of the goods 
of one manufacturer or vendor for those of another, and, if defendant so 
conducts its business as not to palm off its goods as those of complainant, 
the action fails. In American Washboard Co. v. Saginaw Mfg. Co., 103 
Fed. 281, 43 C. C. A. 233, 50 L. R. A. 609, it was held by this court in an 
opinion by Judge (now Mr. Justice) Day that the fact even that the de- 
fendant deceives the public as to his goods by fraudulent means does not 
give a right of action unless it results in the sale of such goods as those of 
the complainant.” 
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Since that case was decided, the same court in many other cases 
has reasserted the proposition there announced. Notably this was 
so in Edward Hilker Mop Co. v. United States Mop Co., 191 Fed. 
613, where, on page 618, 112 C. C. A. 176, 181, it said: 


“The rule is well settled that nothing less than conduct tending to pass 
off one man’s business or merchandise as that of another will constitute 
unfair competition.” 


Upon this proposition many cases were cited. 
In De Voe Snuff Co. v. Wolff, 206 Fed. 428, 124 C. C. A. 305 
[3 T. M. Rep. 433], the court said: 


“A proper test is whether, taking into account the resemblances and 
differences, the former are so marked that the ordinary purchaser is likely 
to be deceived thereby”—citing many authorities also. 


In Samson Cordage Works vy. Puritan Cordage Mills, 211 Fed. 
at page 608, 128 C. C. A. 208, L. R. A. 1915 F, 1107 [4 T. M. Rep. 


225], the court, in speaking of unfair competition, said: 


“The existence of a valid trade-mark is not essential to a right of action 
for unfair competition, * * * in which action the essence of the wrong 
consists in the palming off of the merchandise of one for that of another”— 
citing many authorities. 


Referring to this latter case the court, in Auto Acetylene 
Light Co. v. Prest-O-Lite Co. (C. C. A.), 264 Fed. 812, said: 


“The essence of the wrong complained of consists in the palming off of 
the defendant’s Acetylene gas for plaintiff's Prest-O-Lite gas”’—also citing 
other authorities. 


And in O. & W. Thum Co. v. Dickinson, 245 Fed. at page 613, 
158 C. C. A. 41 [7 T. M. Rep. 469], the court, speaking through 
Judge Warrington, said: 


“It is to be observed, moreover, that in testing the charge of infringe- 
ment, as well as that of unfair competition, consideration must be given to 
the question whether the resemblances so far dominate the differences as to 
be likely to deceive ordinary purchasers; and the purchasers most to be con- 
sidered are the ultimate users, rather than jobbers and retailers, since they, 
like all middlemen, are interested in and have the means of identifying the 
manufacturers of the goods they purchase.” 
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This proposition is also supported by many citations. Much 
of what was said by the same court in the very recent case of 
Upjohn Co. v. W. S. Merrell Chemical Co. (No. 3295), 269 Fed. 
209 [11 T. M. Rep. 87], may have importance here, where the facts 
are such as we have found them upon the testimony to be. 

This brings us to the case of Schlitz Brewing Co. v. Houston 
Ice Co., 250 U. S. 28, 39 Sup. Ct. 401, 63 L. Ed. 822, [9 T. M. 
Rep. 279], where it is shown that the question in such cases is 
“whether any so-called imitation achieves the deception” of pur- 
chasers. There is hardly a pretence of testimony in this case that 
the defendant’s brand “Southern Star’ achieved a single deception 
at any time since the beginning of its use by the defendants—a 
period of at least seven years and probably more. And indeed this 
is not surprising, when we suppose that any ordinary person looks 
at one brand while acquainted with the other. The specimens we 
have heretofore inserted should demonstrate that any ordinarily 
observant person, looking at either one or the other, or both, could 
not suppose that the two were the came. Certainly “Southern 
Star” is a different thing from the simple word “Star” or any em- 
blem thereof, just as it is different from the words “Armour’s Star.” 
And it is difficult to consider the testimony and ascertain from it 
that there have, in fact, been any deceptions, though it may be that 
one or two persons, possibly “tricky retailers,’ have themselves 
attempted to deceive others. This, however, does not appear from 
any part of the testimony to have been successful, and it may be 
well at this point to cite further from the opinion in Rathbone, 
Sard & Co. v. Champion Steel Range Co., 189 Fed. on pages 32 
and 33, 110 C. C. A. 596, 37 L. R. A. (N. S.) 258 [1 T. M. Rep. 
259], supra, where the court used this language: 

“There is some evidence tending to show an actual deception of cus- 
tomers on the part of dealers by representing defendant’s heater as that 
of complainant. It also appears that on the inside of some of the castings 
of defendant’s heater, due to the use of parts of complainant’s heater as 
patterns, the letters ‘A’ and ‘Sol. A’ are found, and that this fact would 
enable a dishonest dealer to misrepresent defendant’s heater as a ‘Solar 
Acorn. This last consideration does not impress us as important, and 


there is no evidence of actual deception thereby. So far as concerns actual 
misrepresentations by dealers of the identity of heaters, not only is the 
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proof thereof not highly convincing, but defendant is not responsible for 
the fact that tricky retailers represent its manufacture as that of com- 
plainant, knowing better, provided defendant has done its legal duty in 
distinguishing its own product from that of complainant. Royal Baking 
Powder Co. v. Royal, 122 Fed. 345, 58 C. C. A. 499; Hall’s Safe Co. v. 
Herring, etc., Co, 146 Fed. 43, 76 C. C. A. 495, 14 L. R. A. (N. S.) 1182.” 


Of course, we have not overlooked cases like United Drug Co. 
v. Rectanus Co., 248 U. S. 90, 39 Sup. Ct. 48, 63 L. Ed. 141 [9 
T. M. Rep. 1]; but, while they might support the theory upon 
which plaintiff brought this action, they seem to have little or no 
bearing on the case actually presented by the testimony. 

Upon these considerations, which might be indefinitely en- 
larged by citations of authorities, we have come to the further con- 
clusion that the plaintiff has not established the essential element 
of the relief claimed upon the charge of unfair competition. Not 
only do the brands upon their respective faces show the distinctive 
differences between that of plaintiff and that of defendant, but 
there has been a failure upon the part of the plaintiff to establish 
by satisfactory testimony the fact of deception of any of those who 
purchase hams and bacon either for use or otherwise. 

It results that the bill must be dismissed. 


McILHENNY Company v. B. F. Trappey, ET AL. 
District Court of the United States, Eastern District of Louisiana 


October 22, 1921 


Trape-Marks—INrrinceEMENT—“Tapasco”—Later User May Acquire 

Right Arrer ABANDONMENT BY First User. 

In an action for infringement of the word “Tabasco” as a trade- 
mark for pepper sauce, the rights therein gained by the plaintiff from 
more than fifty years of continuous use, whereby the mark had be- 
come distinctive of its goods, are not invalidated by the fact that the 
word was first used by another, and later abandoned, since it is settled 
that a trade-mark once used by another and abandoned, may be re- 
appropriated and become a valid trade-mark. 

Trave-Marxs and Lasers—Unrair Competirion—Use or “Tasasco” En- 

JOINED. 

The use by defendants on their pepper sauce of a label, consisting 
of a green shield bearing the words “Tabasco Pepper Sauce made by 
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B. F. Trappey’s Sons, Iberia Parish, Jeanerette, Louisiana, U. S. A.” 
with an inner shield in red, does not constitute unfair competition with 
the plaintiff, whose label is white and diamond shaped, displaying two 
concentric circles in red with the words “Tabasco Pepper Sauce” in 
green and the names “E. McelIlhenny” and “Louisiana” in red and 
“New Iberia” in green, when the size and shape of the respective con- 
tainers are dissimilar. Defendants, however, should be enjoined from 
using the word “Tabasco” on their bottles. 


Joseph S. Clark, of Philadelphia, Pa., Edward S. Rogers. of 
Chicago, Illinois, and Charles Payne Fenner, of New 
Orleans, La., for plaintiff. 

Emmet Alpha, of Franklin, La., and William L. Symons, of 
Washington, D. C., for defendants. 


Foster, District Judge: In this case the plaintiff charges the 
defendants with infringing its trade-mark, “Tabasco” under which 
its pepper sauce is marketed and with unfair trading and prays for 
an injunction and an accounting. Defendant denies that plaintiff 
is entited to the exclusive use of the word, “Tabasco” or that it has 
any property rights in the said word as a trade-mark and denies 
unfair trading in any event. 

It appears from the record that plaintiff and its predecessors 
have manufactured a red pepper sauce which has been put on the 
market and extensively advertised and sold under the trade-mark 
“Tabasco,” for over fifty years. There is no contention as to these 
facts. 

With a few exceptions, to be later noted, the evidence in this 
case is practically the same as in the case of McIlhenny Company 
v. Gaidry, decided by the Circuit Court of Appeals for the 5th 
Circuit, 253 Fed., page 613 [8 T. M. Rep. 283]. In that case the 
Court of Appeals found as follows: 


“That the word ‘Tabasco’ as applied to pepper satice indicates origin 
of manufacture; that is to say, that the sauce to which the term is applied 
is a sauce made by E. MclIlhenny, of New Iberia, La., and his successors 
in title.” 


That case has been followed by other Federal Courts and I 
am, of course, bound by the decision so far as it applies to the facts 
in this case. 
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The defendants, however, by great industry and research have 
shown that as far back as 1850 a red pepper sauce was made by 
Colonel Maunsell White from peppers known as “Tabasco” and 
sold to the retail trade in New Orleans under that name; that in 
1851 advertisements appeared in the Daily Delta, a New Orleans 
newspaper, of real extract of red Tabasco pepper. Similar adver- 
tisements and sales of pepper sauce under the name “Tabasco” are 
shown at various times up to 1867. 

It is not shown, however, that any other persons except the 
MelIlhennys used the word “Tabasco” to identify pepper sauce at 
the time and for many years after the MeclIlhennys adopted their 
label and trade-mark. 

Conceding that White, and others, perhaps, who used the word 
“Tabasco” on their products had the right to do so, and that be- 
cause of such use the McIlhennys could not have acquired a valid 
trade-mark in the name in those early days, the use of the word 
seems to have been abandoned by all others at the time the Mc- 
Ilhennys adopted it. 

It is elemental in the law of trade-marks that a trade-mark 
once used by another and abandoned may be appropriated and be- 
come a valid trade-mark. Property in a trade-mark is acquired by 
continuous use in commerce and not necessarily by invention or 
original adoption. In this the law of trade-marks differs materially 
from the law of patents. I do not think the use of the word 
“Tabasco” here shown prior to the adoption by the MclIlhennys of 
that word as a trademark would interfere with their property 
rights in the word today. If the word had become a trade-mark 
of others it was certainly abandoned and lost by nonuse. 

Defendants also set up that plaintiffs are estopped as against 
the defendants in this case to assert their rights to the exclusive 
use of the word, “Tabasco.” Estoppel is based upon an interview 
in 1899 between Bernard Trappey, senior member of the defendant 
firm, and John M. MclIlhenny who was then the manager of the 
MclIlhenny Company. It appears that the McIlhennys had sued 
the firm of Feist and Boehme to restrain the use of the word, 
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“Tabasco” and the decision was against them. After that decision 
Mcllhenny called upon Trappey to protest against his use of a 
label, which, while not using the word “Tabasco,” was very similar 
in appearance to the McIlhenny label. Trappey states that on that 
occasion McIlhenny told him that no objection could be made to the 
use of the word “Tabasco.” In this he is supported by his wife and 
by one of his then employees. MelIlhenny denies that he told 
Trappey that he could use the word “Tabasco.” In addition to this 
there appear in the record copies of certain correspondence between 
Trappey and Hugh A. Bayne, an attorney at law of New York 
City, at that time representing the McIlhennys. This correspond- 
ence shows that MclIlhenny insisted not only that Trappey should 
cease using the word “Tabasco” but should also change the style of 
the labels and the shape of the bottles. If there was any mistake 
or misapprehension as to the purport of the interview between 
Trappey and Mcllhenny, the error was entirely cleared up by the 
correspondence with Bayne. I do not think estoppel can be based 
on this transaction. 

The plaintiffs object to the size and shape of the bottle used 
by defendant and the general appearance of the packages as well 
as the use of the word “Tabasco.” MclIlhenny’s bottle is a round, 
two-ounce bottle of transparent glass bearing a diamond-shaped 
white label. On the label are imprinted two circles in red, one 
smaller and within the other. Between the two circles appear the 
words, “Tabasco Pepper Sauce’ in green. Within the smaller 
circle are the words, “E. McIlhenney” and “Louisiana” in red and 
“New Iberia” in green. 

The Trappey bottle is also a two-ounce bottle of transparent 
glass. Its general appearance is round but it has indentations or 
planes blown in the neck and around the bottom. The appearance 
is not at all the same as the MclIlhenny bottle which has a square 
shoulder while the Trappey bottle has a tapering neck. The label 
is entirely dissimilar. The Trappey label is a shield in shape and 
colored green. It bears the words ‘“Tabasco Pepper Sauce, made 


by B. F. Trappey’s Sons, Iberia Parish, Jeanerette, Louisiana, 
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U. S. A” and an additional smaller shield in the center bearing the 
words “Trappey’s Shield Label” in red. 

It may be that writing the word Iberia Parish first and the 
name of the town coming after was somewhat intended to imitate 
the MclIlhenny label, but notice is clearly given to anyone who can 
read that the product is made by Trappey and I do not believe 
that the general public would be at all deceived by the appearance 
of Trappey’s bottle into thinking that it was made by Mcllhenny. 
However the word “Tabasco” should be eliminated. 

On the whole case, the plaintiff is entitled to relief. There 
will be a decree in his favor enjoining defendants from using the 
word “Tabasco” in any way on their pepper sauce, without prejudice 
to the use of their present size and shape bottles and the general 
appearance of their package. Plaintiff is also entitled to an ac- 
counting. To that end the case will be referred to a Master to state 
an account. 


WaLtitacuH Bros. v. WALLACK 
(New York Law Journal, Nov. 18, 1921) 


Supreme Court, New York County 


Trapve-Marxs ann Trape-Names—Uwnrair Competirion—Wronorvut Use oF 
ABBREVIATION “Bros.” 1x CompetinG Business—INJUNCTION. 
Defendant, who with his brother, embarked in the clothing busi- 

ness under the name “Wallack Bros.”, had no right, after the partner- 
ship was dissolved, to continue to use such trade-name, in simulation 
of the name under which the plaintiff has for many years carried 
on a similar business. 


In equity. Suit for unfair competition. Preliminary injunc- 
tion granted. 


Bandler § Haas, of New York City, for plaintiffs. 


Kramer & Kramer, of New York City, for defendant. 


Motion for a temporary injunction to restrain William Wal- 
lack, who on August 31, 1921, filed a certificate executed in 1917 
that he was doing business under the name of Wallach Bros., from 
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using the name “Brothers” or “Bros.” in conjunction with his 
name so as to lead the public to believe that defendant’s business 
is a branch of plaintiff's business. Plaintiff’s predecessors started 
business in 1887, first as a partnership. They continued it as a 
corporation. They were alert and good merchants; the business in- 
creased from $10,000 a year to $4,000,000 a year. Defendant and 
his brother Robert carried on a business as tailor in New Haven 
until 1917, when their partnership was dissolved. In 1918 defend- 
ant started business as a custom tailor, officers’ uniforms a specialty, 
under the trade-name of “Wallack Bros.” In September, 1921, de- 
fendant opened a store under the name of Wallack Bros. at 338 Mad- 
ison Avenue. Customers, merchants, bankers and business men, some 
by affidavit and others by letters and documents, give overwhelming 
proof that very many persons were misled into believing that de- 
fendant was a branch of plaintiff's. Defendant’s affidavit, admit 
ting that he has not had a partner since 1917, is so drawn as to sug- 
gest that he was entitled to continue in New York in the name of the 
successful New Haven firm. Abundant proof shows that confusion 
exists not merely with plaintiff's customers, but also with banks and 
merchants who erroneously believed that defendant was a new 
branch of plaintiff. Defendant’s right to use his own name does 
not justify him in adding thereto the name of a non-existent firm 
which simulates the name under which plaintiff has done business 
since 1887 (Devlin v. Devlin, 69 N. Y. 212-5; Worlds D. M. Ass’n 
v. Pierce, 203 N. Y. 419, 424-6 [2 T. M. Rep. 23]; Ball v. Broad- 
way Bazaar, 194 N. Y. 430, 436-7; Westcott Chuck Co. v. Oneida 
National Chuck Co., 199 N. Y. 347, 251; Higgins Company v. Hig- 
gins Soap Co., 144 N. Y. 462, 467-472; Chapman v. Waterman Co., 
176 App. Div., 698, 707-8 [7 T. M. Rep. 182]; Fisher v. Star Co., 
231 N. Y. 414, 427 [7 T. M. Rep. 466].) Motion granted, with 


costs. Submit proposed order on notice. 
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PLovGH CHEMICAL CoMPANY v. BULLION CHEMICAL COMPANY. 
Chancery Court of Shelby County, Tennessee 


November 8, 1921 


Trapve-Marks anp Unrair Competition—“Biack aND Wuite” ano “BLack 
AND Rep”’—Siminarity or Sounp—Test or Unratr Competition. 
Similarity of sound, apart from confusing and deceptive dressing 

or imitation of packages which would mislead the buying public, can- 
not be made the ground of relief; and there is no unfair competition, 
apart from an infringement of a patent or trade-mark, unless the 
party so makes or marks his goods or conducts his business that per- 
sons of ordinary caution and not those who are exceptionally dull, are 
likely to be misled into the belief that his goods are the goods of some- 
one else. 

Unrarr Competition—Ricur to Use as a Trape-Mark A CoMBINATION OF 
Cotors WHEN One Coton Has Been Usep By ANOTHER. 
Plaintiff, which had for several years been using as a trade-mark 

for various toilet preparations the words “Black and White” and a 
label in those colors, is denied a preliminary injunction restraining de- 
fendant, a later entrant into the same field, from using an similar 
goods the words “Red and White” as a trade-mark, shown on a label 
of these colors, inasmuch as the colors of and on the respective con- 
tainers are so startlingly dissimilar as not to contitute a technical or 
popular infringement and are not likely to deceive a person of ordinary 
observation. 


J. W. Canada, of Memphis, Tenn., for complainant. 
John W. Farley, of Memphis, Tenn., for respondent. 


In equity. Motion for preliminary injunction upon bill. 


Peres, Chancellor: On the hearing of the motion, defendant 
produced a number of samples of the packages of complainant and 
defendant and exhibited them to the court. No affidavits were filed, 
no evidence was taken on the hearing of the motion, the packages 
were producd and exhibited without being referred to or attached to 


any of the pleadings, nor any affidavit or evidence as to the pack- 
ages, that is to say, as to whether the public would be deceived 
thereby. 


The Bill 


alleged that complainant has put upon the market toilet articles con- 


sisting of cold cream, vanishing cream, hair dressing, hair pomade, 
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face powder, tooth paste, rouge, taleum powder, lip sticks, eyebrow 
pencils, soap, peroxide cream, theatrical cream and like toilet prep- 
arations, under. the trade-name “Black and White” and that it has 
done so for a period of about four years and has spent in excess of 
a million dollars in advertising it and that “Black and White” label 
is duly registered in the Patent office and that complainant’s toilet 
preparations are known as “Black and White, and that the name 
“Black and White” with reference to toilet articles, has acquired 
a very great trade value and become a household word with reference 
to toilet articles throughout the country, and constitutes the chief 
asset of the complainant; and that the defendant, for the purpose 
of practicing a fraud upon the complainant and the public, and for 
the purpose of reaping the advantage of complainant’s colossal ad- 
vertising expenditure and the taking of an unfair advantage, and 
for the purpose of fraudulent competition, came into Memphis, Ten- 
nessee, where complainant’s goods are manufactured and where 
complainant’s local situs is and began to put upon the market the 
same sort of articles under the trade-name “Red and White’; and 
that the goods of the defendant so manufactured and marketed by 
the defendant are easily mistaken by the buying public for the 
preparations manufactured and marketed by the complainant; and 
that it affords to the various druggists and sellers of toilet articles 
throughout the country, an opportunity for easily palming off upon 
the public the goods of the defendant in the place and stead of the 
goods of the complainant. The buyers “at the time being are per- 
haps being led to believe erroneously that they had simply erred in 
asking for ‘Black and White’ and that the true name of the prep- 
aration they desired was ‘Red and White’, and in the event of any 
protest on the part of the buyer that ‘Black and White’ was the 
article desired, the doubt of such buyer could easily be dissipated 
by a positive statement on the part of the seller that the buyer had 
simply gotten the name a little mixed and that what he wanted was 
‘Red and White’ and not ‘Black and White’, and that by this 
adroit and insiduous method; this complainant could and will be 
defrauded of thousands of dollars per year and will lose the fruits 
justly due it from not only skilled and expensive advertising, but 
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from the conscientious manufacture of high grade commodities of 
most extraordinary profit’; that there was no reason why defendant 
should have adopted the name “Red and White,” except for the pur- 
pose of trading on the good-will of complainant’s “Black and 
White’; that there were many other names that he could have 
adopted but that he adopted the “Red and White” with a fraudulent 
intent; that the idea of combining the names of two colors for the 
name of toilet preparations was original with the complainant, is 
unique and unusual and was the emphatic way by which complain- 
ant sought to distinguish its toilet preparations from thousands of 
others upon the market, marketed under French names, the names 
of flowers or famous theatrical stars, and that by deliberately 
adopting the name of toilet preparations consisting of a combination 
of colors, whatever these colors might have been, amounts to a 
fraudulent competition when applied to toilet preparations and that 
this is still more true when one-half the name is one-half of the 
name of complainant’s article, that is to say one of the colors 
“‘white” used in the name of defendant’s trade-mark or trade-name, 
is one of the colors used by complainant. That for the purpose of 
misleading the public, the defendant placed his name in script 
“Bullion” above the name “Red and White’, while complainant 
has the name “Plough” in script above the name “Black and 
White,” the script of the two names being very similar, and that 
the “Red and White” package is dressed up like the “Black and 
White” package by way of division, arrangment, form, style, and 
title and that the defendant sells to the jobber at a cheaper price 
than complainant could afford to sell because complainant’s goods 
are better than defendant's goods and that the jobber or distributor 
can get larger profits by buying “Red and White” instead of “Black 
and White” and get the same retail price, and that the defendant 
has damaged complainant already in the sum of fifteen thousand 
dollars, and complainant asks for a perpetual injunction and for a 
decree for fifteen thousand dollars. 

Defendant’s demurrer and answer raised the defense that the 
complainant can have no monopoly of color as color, on any article 


of merchandise, so long as any other person using any combination 
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of colors does not dress-up the package so as to deceive the buying 
public. Also persuasively, that the complainant opposed the de- 
fendant’s registration of “Red and White’ as infringing upon 
“Black and White” and the Patent Office dismissed the opposition. 
That complainant was not a pioneer in applying combination of 
colors to merchandise, although it may have been the first to apply 
the combination black and white to toilet preparations, and that 
even if this be true, it could not thereby gain a monopoly of a com- 
bination of colors even on toilet articles so long as the same com- 
bination of the complainant was not used and the dress-up of any 
other combination was not such as to deceive the public. 

This is the sum and substance of the record, except it de- 
veloped in argument and under discussion with the court, that the 
complainant contended that the use that the defendant could make 
of the sound of the trade-name was subtly such as could readily 
lend itself to unfair competition without reference to infringement 
of trade-mark, and without reference to the appearance or dress-up 
of the package. This last at least is the analysis made by the 
court. 


O pinion 


In one aspect this case finally resolves itself into the question 
whether the sound of the phrases or words “Black and White’ and 
“Red and White” are so similar, taking into consideration no other 
element except that they are applied to the same character of 
merchandise or “line of goods’, as to deceive the ultimate pur- 
chaser, or put it in the power of the retailer to deceive the ultimate 
purchaser. The court saw the packages of the complainant and 
defendant and concluded that so far as the dress-up was concerned, 
there was no such similarity as could deceive the ordinary pur- 
chaser, whereupon this bald question as to similarity of sound pre- 
sented itself. Similarity of sound unconnected with confusing and 
deceptive dressing or imitation of packages which would mislead 
the buying public, cannot be made the ground of relief. Imitation 
of size and form has frequently been made ground of injunctive 
relief, provided the size and form have not become common to the 
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trade and provided the dress-up does not deceive, but in this case 
there is no imitation of form and size as would deceive the public 
by confusion, and further, where form and size have become com- 
mon to a trade, resemblance in either or both is not actionable. 
(87 F. R. 589.) 

Again, there is no unfair competition apart from an infringe- 
ment of a patent or trade-mark, unless the competing person so 
makes or marks his goods or conducts his business that persons of 
ordinary caution and prudence and not those who are exceptionally 
dull, are likely to be mislead into the belief that his goods are the 
goods of somebody else. Whatever relief has been granted against 
an imitator or counterfeiter of either the form, size, color, method of 
packing, advertising or directions used by a legitimate dealer, it 
has been granted on the broad theory of regulating fraud and not 
upon the narrower ground of technical trade-mark infringement. The 
sum and substance of unfair competition law is that one must not 
so dress his goods as to confuse and deceive the ordinary retail pur- 
chaser into the belief that he is buying another’s. The intent is 
not important if it is not accomplished except on the question or 
measure of damage. Color, shape, form, size of themselves cannot 
be appropriated or monopolized. Color as color, cannot be mo- 
nopolized by one to the exclusion of another, even on the same 
kind of merchandise. There must be some further imitation of 
package or label taken in connection with the color, as will deceive 
the ordinary purchaser of ordinary prudence and caution. As to 
sound, that is, idem sonans by itself is not sufficient. There must 
be such accompanying similarity in the dress-up as will deceive the 
buying public using the ordinary care of the average retail pur- 
chaser as distinctive from the most acute on the one hand and the 
dull on the other. Mere enumeration of differences or similarities 
are not sufficient to determine whether there is guilty imitation. 
The package or label dress must be considered as a whole. 

In 77 F. R. 868, the court says that although the court is 
satisfied that the respondent intended to deceive, it cannot interfere 


if the package or device does not deceive the ordinary purchaser 
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and convey a false impression to the public. The facts in this case, 
Fairbanks v. Bell, are almost decisive of this case on color. 

In 133 F. R. 729, the color and size of the yellow circular tag 
on the tobacco were not considered as so distinctive as to be appro- 
priable as an exclusive mark, even if those who generally used this 
particular tobacco looked only to the color or tag. “We are fully 
satisfied”, said the court, in 119 F. R. 848, “that the dissimilarity be- 
tween the two labels is so great that one cannot be taken for the 
other.” The intent does not control unless it is accomplished. The 
law cannot control a state of mind. 

76 F. R. 758—the white 
enamel on the inside of the oven doors was protected because that 


In the Buck Stove Company case 





became a part of the dress-up,—the court citing 149 U. S. 562, 
“irrespective of the technical question of trade-mark, the defend- 
ants have no right to dress their goods so as to deceive an intending 
purchaser into the belief that he is buying complainant’s goods.” 

After all, the principles of the law of unfair trade are laid 
down in the classic McLean's pill case, 96 U. S. and for further 
full discussion see 30 C. C. A. 373, 383, 386, with full notes; and 
20 C. C. A. 402, 405, 22, 161, 27. See Hopkins 3rd Ed., p. 323 
et seq., and the subjoined cases on the general principles and es- 
pecially those marked “color cases.’’* 

Color, except with some definite arbitrary design such as im- 
pressed upon a circle, star, cross or other figure, or employed in 
definite association with some characteristics which serve to dis- 
tinguish the article as made or sold by a particular person, is not a 
subject of monopoly as a trade-mark. It is elementary that size 


and color cannot be adopted as a trade-mark. No valid trade-mark 


1Color cases from the Federal meportor: 76, 758; 77, 869; 87, 589; 
60, 272; 71, 161; 25, 625; 52, 431-8; 26, 410; 22, 41; 15, 383; 10, 838: 56, 830; 
46, 289; 28, 286; 38, 607; 26, 293; 25, 127; 81, 163; 82, 662; 40, 589; 36, 324; 
40, 588; 92, 357; 107, 466; 109, 317; 121, 1007; 95, 818; 85, 776; 68, 541; 
132, 711; 1, 24; 20, 883; 31, 279; 28, 434; 27, 490; 90, 814; 85, 966; 91, 126; 
25, 127; 100, 809; 136, 866; 142, 160; 132, 711; 168, 621; 119, 848; 133, 
211, 942; 222, 478. tng dl - Co. v. Gay-Ola Co.), 4 T. M. Rep. 
Color cases not Federal: . W. R. 970; 47 Mo. App. 14; 81 Calif. 252 
138 N. Y. 251; 119 Wis. end Sawyer 78; 14 Blatch 128, also 33; 116 mL 
143; 89 N. Y. 292; 108 U. S. Padby 21 Blatch 431; 41 Ohio St. 127; 28 W. 
330; 147 N. Y. 647; 178 Mass. 83; 201 U. S. 166. 
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can be acquired in the use of a color, not connected with some dis- 
tinctive form or design. 211 F. R. 605, 168 F. R. 623, 142 Tenn. 
163. 

The action of the government is also persuasive.” 

Another way of stating the question is, whether one may ap- 
propriate a combination of colors and apply the same to a par- 
ticular article or line of merchandise and prevent another from like- 
wise appropriating a combination of colors, one of which colors is 
by the former applied to the same article or line of merchandise, 
although the colors of and on the packages or containers are so 
startlingly dissimilar as not to constitute a technical or popular in- 
fringement and not likely to deceive a person of ordinary observa- 
tion, although there is an impalpable and psychic possibility that 
one could be palmed off as the other. The court believes that this 
is a situation too impalpable for the law to control. 

Finally, the court is of the opinion that the temporary injunc- 
tion should be denied and the cause may go to the rules for taking 
proof as to whether the dress of the goods will deceive the buying 
public. With such evidence in the record, it seems to the court that 
the record will be in proper condition for the appellate court to 
finally and conclusively decide as to the questions of law and fact 
raised by the pleadings. 

So ordered. 

*See Federal Reporter: 250, 960; 241, 817; 241, 265; 240, 983; 247, 


809; 252, 579; 245, 907; 248, 358; 250, 960; 245, 824; 245, 289; 242, 515; 
241, 241; 250, 234. 
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Typo Trapinc Corporation v. JessE L. PILKINGTON 
Supreme Court, New York County 


November 29, 1921 


Trapve-Marxks AND UnFrair CoMPETITION—“EvERYBODY’s” AND “Ever REapy” 


—Wroncrut Use or Inrormation GAINED IN PtarntiFF’s Busi- 

NESS—INJUNCTION. 

One may not use the information obtained in the employment of 
another unfairly. Where defendant, after acting as salesman for 
plaintiff in the business of making and marketing desk-pads under 
the name “Ever Ready,” subsequently engaged in a similar business 
and put out a desk-pad under the trade-mark “Everybody’s,” which 
he sold to the plaintiff's customers from lists secured when in the 
latter’s employ, he was competing unfairly and a preliminary in- 
junction will issue. 

Schechter § Lotsch (John L. Lotsch and Mortimer Lanzit, 
of counsel), of New York City, for plaintiff. 


Gavagan & McNally, of New York City, for defendant. 


By Mr. Justice Burr: The plaintiff seeks an injunction 
against the defendant restraining the manufacture and sale of a 
desk-pad similar in appearance to that of plaintiff’s product and 
also to restrain the use of the word “Everybody or Everybody’s,” 
or any colorable imitation of plaintiff's trade-mark and trade-name 
“Ever Ready.” The plaintiff has manufactured the desk-pad en- 
titled “Ever Ready” for the past ten years and, it appears from 
the papers, did quite a considerable business by means of adver- 
tising and a resulting mail-order custom throughout the United 
States. The defendant was employed as a salesman by the plain- 
tiff, though it may be that he in fact did design the “Ever Ready” 
pad for the plaintiff or its predecessors. The defendant continued 
in the employment of the plaintiff until January 7, 1921, when 
such employment was terminated. A few days after the termina- 
tion of his employment with the plaintiff the defendant filed a 
certificate with the county clerk of this county for leave to do busi- 
ness under the name of the Sheffield Manufacturing Company. As 
the salesman of the plaintiff in the sale of these identical pads, 
he had knowledge of the various customers and their wants and 


requirements. It is not disputed that the defendant did in fact 
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make a list of the names of the customers to whom these pads were 
sold. Under ordinary circumstances an examination of plaintiff's 
product, as compared with the defendant’s, would not lead me to 
the conclusion that there was in fact any unfair competition or any 
intention to deceive the public and the purchasers of plaintiff's 
pad. But the defendant’s employment with the plaintiff, the send- 
ing by him of circulars and printed matter substantially the same 
as plaintiff’s and the use by him of the name “Everybody’s” would 
lead to the conclusion that the defendant is unfairly making use 
of the information obtained while an employee of the plaintiff 
and that the adoption by him of the name “Everybody’s” was for 
no other purpose than to mislead the customers of plaintiff into 
the belief that his calendar was that of plaintiff's. The defendant 
may not use the information obtained in the employment of another 
unfairly. He may, if so desired, visit the customers of plaintiff, 
if he can remember them without the use of lists made while in 
the plaintiff's employment, but he may not, as is shown to be 
the fact in this case, mislead the public or make unfair use of the 
information thus obtained (Ozypathos Co. v. Codero, 164 App. 
Div. 962; Boosing v. Dorman, 148 App. Div. 824; E. Elliott Co. 
v. Dispatch Co., 189 App. Div. 459; U. S. Frame Co. v. Horowitz, 
51 Mise. 101 [2 T. M. Rep. 128].) Under the circumstances, the 
motion must be granted in all respects, but upon condition that 
pending the trial of the action the plaintiff give a bond in the 
sum of $2,500. Settle order on notice. 


JoHN Sexton & Co. v. SCHOENHOFEN Co. 
273 Fed. Rep. 327) 


Court of Appeals of District of Columbia 
April 4, 1921 
Trape-Marxs—Oppos!Irion—ApreaALt—‘EpEtweIss” For Roor Breer AND FOR 
Gincer Ate-—Nor Goops or THE SAME Descriptive PROPERTIES. 


In an appeal in a trade-mark opposition, appellant is without 
grounds for opposing the use by appellee of the name “Edelweiss” as 
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a trade-mark for root beer and ginger ale, based on the former’s use 
of the same mark for a root beer compound, as such use cannot be 
extended to cover the beverage; moreover, appellee’s prior use of 
the mark on beer will protect it in its use on other cereal beverages. 
Opposition to registration of a trade-mark from decisions of 
the Commissioner of Patents, allowing the registration, the opposer 


appeals. Affirmed. 


Walter F. Murray, of Cincinnati, Ohio, for appellant. 
William O. Belt, of Chicago, Ill., for appellee. 


Van OrspeL, Associate Justice: These are trade-mark oppo- 
sitions, in which appellant Sexton & Co., in case No. 1390, opposes 
the registration of the word “Edelweiss” as a trade-mark for root 
beer and, in case No. 1391, the registration of the same word as 
a trade-mark for ginger ale. 

It appears that appellant company has never used the mark 
on ginger ale, and the only use has been on a compound from 
which root beer is made. It has never used the mark on root beer 
as a beverage. Its position, therefore, is confined to its use of the 
mark on grape juice. In the case of Schoenhofen Brewing Co. v. 
John Sexton & Co., 41 App. D. C. 510 [4 T. M. Rep. 160], we 
held that grape juice and beer were not goods of the same de- 
scriptive properties. This distinction is not alone based upon the 
theory that one is an alcoholic and the other a non-alcoholic bev- 
erage, but that one is a cereal and the other a fruit beverage. The 
same distinction applies in the present case, and is determinative 
of the issue before us. 

The alleged trade-mark use by appellant of ‘Edelweiss’ on 
a root beer compound cannot be used as a basis for establishing 
prior use on the beverage. Besides, the prior use by appellee of 
the mark on beer would protect it in the extension of its use to 
other cereal beverages, which would fall within the natural expan- 
sion of its business. The Eighteenth Amendment to the Consti- 
tution and the laws for its enforcement, relating to the subject of 


prohibition, have compelled transition from the production and 


sale of alcoholic beverages to non-alcoholic beverages, which calls 
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for liberal protection of trade-mark rights affected by this enforced 
change. 

The decisions are affirmed. 

Mr. Justice Hitz, of the Supreme Court of the District of 
Columbia, sat in place of Mr. Justice Ross in the hearing and 
determination of this appeal. 


Mason, Au & MAGENHEIMER CONFECTIONERY MANUFACTURING 
Company v. THE Sweets CoMPpANY oF AMERICA, 
INCORPORATED 


United States District Court, Southern District of New York 


September 30, 1921 


In equity. Action for infringement of trade-mark. Ruling 


under Equity Rule 58 as to allowance of interrogatories. De- 
fendant having propounded certain interrogatories, plaintiff, on 
September 23, excepted to the same and brought said exceptions 
on for argument on September 29, 1921. 


Dyer & Taylor (Gustav Drews, of counsel), of New York 
City, for plaintiff. 
W. Lee Helms, of New York City, for defendant. 


Memorandum 


Hoveu, C. J.: Interrogatory No. 1 is stricken out. Any 
answer could be immaterial. 

Interrogatory No. 2 is allowed. 

Interrogatories Nos. 3, 4, 5 and 6 are stricken out. Con- 
tinuous use of the trade-mark is alleged and is a necessary part of 
the plaintiff’s case. Plaintiff must affirmatively prove it or lose. 
These interrogatories are li asking the plaintiff beforehand 
whether he can prove his case. 
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Interrogatories 7, 8 and 9 are stricken out. If the matter 
asked for is material at all it certainly is no part of the defendant’s 
case, and although (in my opinion) some of it may be introduced 
by plaintiff, these interrogatories are mere attempts at preliminary 
cross-examination. 

Interrogatories Nos. 10 and 11 are allowed, but the date in 
each instance is to be given on oath only as near as plaintiff can 
presently state. I think these interrogatories are fair in order to 
limit, and limit now, allegations of laches. 

Nore.—The interrogatories referred to in the foregoing memorandum 
were propounded by the parties pursuant to the provisions of Rule 58 
of the Equity Rules. The decision excited considerable interest among 
members of the local Bar, due perhaps to the fact that but few cases 


relative to the practice with respect to interrogatories have been hereto- 
fore reported.—Eb. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Wuireneap, C.: To an application for the registration of a 
trade-mark for baking powder, consisting of the word “Rayzit” and 
the representation of a man raising a dumb-bell, opposition was filed, 
based on prior use of “Ryzon’”’ for the same goods. Applicant, who 
admitted priority, introduced no testimony, claiming that the only 
question was one of similarity, and that “Raise” was used consid- 
erably in trade-marks for baking powder. On showing that appli- 
cant’s mark was often written and pronounced “Razon’, it was held 
that the two marks were deceptively similar. 


“If the question is a doubtful one, it is well settled that that 


doubt should be resolved in favor of the prior user, especially where 


it appears that there has been extensive use of the prior mark, as 


is the case here.! 


*General Chemical Company v. Oliver Finne Co., 186 Ms. Dec. 395, 
Nov. 13, 1920. 
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Wuiteneap, C.: This is an appeal from the decision of the 
Examiner of Interferences holding that an application for the trade- 
mark “Adams Tempters,” for mint candy in tablet form, was not en- 
titled to registration, inasmuch as opponent used “Temptation” on 
candy long prior, and confusion was likely to arise. 

There have been cases, for example, “Lax-o-Caps’’, where 
registration has been granted because “Lax’’ was common to the 
trade. This is not so here, hence, the disclaimer of ‘““Tempt’’, pro- 
posed by the applicant would do no good. The goods are of the 
same descriptive properties and the marks are likely to cause con- 


fusion. The decision is afirmed.? 


Wuirteneap, C.: An application to register the word “Grain- 
ster” shown on a shield as a trade-mark for conveyor belts “at pres- 
ent made of fabric and rubber’ is opposed on the ground of prior 
use of a shield with other features. Applicant in its answer alleges 
that the mark now consists of the word “Grainster” and that the 
shield forms no part thereof. The representation of the shield was 
afterward cancelled from the mark, but with reservation to apply 
them separately. Held, that to sustain the opposition without testi- 
mony is to hold the registration barred without proof, or to hold ap- 
plicant has disclaimed right to shield, which it has not. To dismiss 
is to hold opponent without ground, or give opposer nothing by the 
opposition except to prevent the original application from going 


through. Reversed for further action.® 


Wuirteneap, C.: The words “Rool-o-Poll’” for game boards 
and pieces, held confusingly similar to the word “Rolo”, already 


registered for similar goods.* 


WuirenHeap, C.: An application to register the words “Quaker 
Maid” in script form, for candy, is opposed by the owner of the 


?Gallania Bros. v. American Chicle Co., 136 Ms. Dec. 371, Nov. 5, 1920. 
*Ulmer Leather Co. v. U. S. Rubber Co., 186 Ms. Dec. 358, Nov. 4, 
1920. 
*Ex parte, George H. Parker, 136 Ms. Dec. 337, Oct. 30, 1920. 
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mark consisting of the words “Quaker City’, used alone and with 
the picture of a man in Quaker costume. Examiner’s decision was 
based on the theory that the word “Quaker” was the significant fea- 
ture of the marks, but it does not appear that opponent ever used the 
word “Quaker” alone as a trade-mark. Similarity depends on three 
features, viz.: appearance, sound when spoken, and significance or 
meaning. The “Quaker City” is Philadelphia, and the marks differ 
in all of the particulars mentioned. There is no evidence of con- 
fusion, and the opposition is dismissed.° 


Newton, C.: The words “Mail Order’, as a trade-mark for 
writing and other papers, was properly rejected because of the 
prior registration for the same goods of the word “Mail” on the 
authority of Carmel Wine Company v. California Winery, 174 O. G. 
589.° 


Wuiteneap, C.: Petition was filed for the cancellation of the 
trade-mark “Golden Rule” on a scroll and the monogram “C. W. S. 
Co.” and stars, for lubricating oils and greases, on the ground of 
alleged use by the petitioner of a shield in outline since 1898, and 
of the word “Shield” since 1898. 

“When this mark as a whole is compared with the mark of the 
registrant, it is not seen how there could be any likelihood of decep- 
tion in the minds of the public. It is true that a small shield is 
shown in this cut, but the prominent feature is the picture of the 
frigate (Old Ironsides). As the mark shown is the only mark used 


by the petitioner prior to the date of adoption and use established by 


the registrant, there was no basis for cancelling the registration.’ 


Wuireneap, C.: The representation of a lion, one hind paw 
on a globe and both fore paws grasping the staff of a pennant, bear- 
ing the letters “L. G. Co.”, as a trade-mark for aniline colors, was 


° Quaker City Chocolate & Confectionery Company v. Kernan, 136 Ms. 
Dec. 312, Oct. 26, 1920. 

°*Ex parte, Taylor-Wogan Company, 135 Ms. Dec. 186, June 15, 1920. 

*Ironsides Company v. Citizens Wholesale Supply Co., 136 Ms. Dec. 
302, Oct. 25, 1920. 
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refused because of the prior registration of the representation of a 
winged lion, one fore paw on a globe and the other grasping a 
caduceus. The similarities are greater than the differences and 


there would be likelihood of confusion. The decision is affirmed.® 


Res Adjudicata 


Wuiteneap, A. C.: The application of J. Chas. McCullough 
Seed Company to register the word “Acme” for seeds interferes with 
two prior registrations that conflict. The Examiner held that the 
matter was res adjudicata in a suit brought by the registrants to 
stop the applicants from using the mark, wherein a decision was 
rendered in favor of the defendant upon the ground of priority of 
use. The Examiner also says that he had examined the evidence 
and agrees with the conclusion of the suit. Held, that the matter 
is res adjudicata, but that the evidence also shows priority of use 


by the applicant, whose right to register is established.’ 


Suspension of Opposition 


Coutston, A. C.: A petition was filed by the Pierce-Arrow 
Motor Car Company to direct the Examiner of Interferences to 


suspend the proceedings in opposition until an interference was de- 


cided. The Pierce-Arrow Company having taken its testimony 
in opposition, this can be stipulated in the interference, the ad- 
verse counsel offering to do so, and this will involve no additional 


expense. The general rule is that proceedings in opposition will 


be suspended in such cases, but in this case, where there is no ap- 
parent hardship, the opposition having been filed long before the 
interference was declared and having progressed to a late stage, it 
is better to continue the opposition to its termination.’® 

*Ex parte, Lazard-Godehaux Co., 186 Ms. Dec. 287, Oct. 22, 1920. 

* J. Chas. McCullough Seed Co. v. E. W. Conklin & Son, 135 Ms. Dec. 
344, July 9, 1920. 


** Pierce-Arrow Motor Car Co. v. Arrow Grip Mfg. Co., 138 Ms. Dec. 
57, April 5, 1921. 
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Verification 


Fennina, A. C.: Notice of opposition was filed without veri- 
fication, signed by opponent’s treasurer and attested by its secre- 
tary. Petition filed asking leave to file verification nunc pro tune. 
The practice is to the contrary (Baker v. Baker, 1906 C. D. 337), 
for the jurisdiction of the Office depends upon compliance with the 
statute.” 


“ Morse & Burt Company, Inc. v. William Lane, Inc., 138 Ms. Dec. 286, 
July 7, 1921. 
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